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CENTRAL FAX CENTER NO- 2184 P. 4/71 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Control No.: 95/000,121 

Requested: Jaiixiary 17, 2006 

For: U.S. Patent No. 6,503,156 

Issued: January 7, 2003 

Inventor: Michael Sullivan 

Title: Golf Ball Having Multi- Layer 
Cover With Unique Outer Cover 
Characteristics 

MaO Stop Inter Partes Reexam 
Attention: Central Reexamination Unit 
Commissioner for Patents 
RO. Box 1450 
Alexandria, VA 22313-1450 



Appeal No.: 2011-001,248 

Art Unit; 3993 

Examiner: Jeffrey L, Gellner 

Atty. Dkt. No. 00634.0004.RXUS04 



THIRD PARTY REQUESTER'S OPPOSITION TO PATENT OWNER^S REQUEST 

FOR RESCHEDULING OF HEARING 

Acushnet Company CThird Party Requester") hereby opposes Patent Owner's request to 

adjourn the oral hearing scheduled for this inier partes reexamination on January 19, 201 L For 

the reasons set forth below, no good cause exists to further delay these proceedings. 

L BACKGROUND OP PATENT OWNER'S REPEATED 
PROCEDURAL DELAYS 

This is Patent Owner's fifth attempt to stay or delay these reexamination proceedings on 

account of an alleged breach of contract The Office denied each of Patent Owner's previous 

attempts. In addition. Patent Owner chose to wait over three years since the District Court issued 

its breach of contract summary judgment ruling to make this fifth attempt The Examiner has 

already concluded that Patent Owner's patents are invalid and a federal jury found all of the 

asserted claims from these patents anticipated and obvious. The Board has also previously 
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concluded that similar claims in nearly a dozen related applications are likewise invalid,^ No 

fiirther delay of these proceedings is warranted 

Patent Ovmer's latest attempt to delay these proceedings, in contravention of the Office's 

duty to conduct reexamination proceedings with special dispatch, should be denied. Patent 

Owner has previously filed numerous papers with the Patent Office raising the same issues set 

forth in its most recent request. First, on March 21, 2006, Patent Owner filed an improper 

petition to vacate tine reexamination proceedings prior to the Office's decision on the request for 

reexamination. The Office rejected that petition as an improper paper pursuant to 37 CF.R, § 

1.939. See Decision Discarding Improper Papers Mailed April 1 1, 2006 (Ex, 1). On April 13, 

2006, Patent Owner filed a Petition to vacate the reexaminations as ultra vires. The Patent Office 

rejected this Petition in its decision mailed on June 7, 2006. (Ex. 2). On April 28, 2006, Patent 

Owner filed a renewed ^request to suspend the present reexaminations. That petition was also 

dismissed by the Office ofPatent Legal Administration. Decision Denying Petition Mailed 

July 19, 2006 (Ex. 3). Finally, Patent Owner filed another document, styled as a "Petition to The 

Director for Reconsideration," again seeking to stay or vacate the reexamination on June 1 6, 

2006. In disposing of the last of these petitions, the Office noted that: 

[C]ounsel are reminded of their ongoing obligations to the Office as set forth in 
Part 10 of Title 37 of the Code of Federal Regulations. In particular, the 
provisions of 37 CFR 10. 1 8(b)(2) and (c) should be noted. Adherence to the 
provisions of Part 10 will greatly assist the Office ui conducting this inter partes 
reexamination proceeding with special dispatch as required by 35 U.S.C. § 
314(c). 

See Decision Denying Petition for Reconsideration and Returning Improper Paper Mailed 
September 7, 2006. (Ex. 4). Patent Owner's latest attempt to delay the proceedings should 
similarly fail. 

Moreover, Patent Owner's claim that the District Court's summary judgment order is of 
importance to the Office is belied by Patents Owner's failure to previously advise the Office of 

„ 4 

' See Appeal Nos. 2004-0242; 2006-1969; 2004-1262; 2002-1924; 2001-1989; 2004-1225; 2004-0049; 2005-1 119; 
2004-1 184; 2005-0806; 2003-0540. 
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that order. Tbe District Court granted Patent Owner's motion for summary judgment of breach 
of contract on November 20, 2007. The Court did not vacate its judgment until November 1 1, 
2008, almost exactly a year later. During that period. Patent Owner did not petition the Office to 
suspend its proceedings in view of the summary judgment order. Indeed, the first time Patent 
Owner advised the Office of the District Court's order was in its present motion, over three years 
after the order was granted. Patent Owner provides no explanation for its delay. While Patent 
Owner certainly was not obliged to advise the Ofiice of the District Court's summary judgment, 
its three year delay in doing so casts doubt on its stated intention to avoid wasting resources. 

To avoid further delay, Third Party Requester requests that Patent Owner's motion be 
denied as soon as possible and that oral argument be heard on January 19, 201 1 as scheduled. 

IL CALLAWAY HAS ALREADY CONFIRMED ATTENDANCE AT 
THE JANUARY 19™ HEARING— GOOD CAUSE FOR DELAY IS 
NOT PRESENT 

Patent Owner ostensibly files its request under 47 [sic 37] CFR 41.4^ which governs 
extensions of time. 

The only instances the undersigned has located where the Board has granted a request to 
reschedule an oral hearing in an inter partes reexamination have concerned the unavailability of 
an attomey or client on the date scheduled for oral argument. See EFSWEB_Document 
Descriptions available at httD://www,X)ispto.gov/patents/process/file/efs/guidance/todcx.isp 
("Appeal Postponement of Oral Hearing Request — ^Appellant may request an oral hearing before 
the Board of Patent Appeals and Interferences. In response to that request, a notice of the 
hearing stating the date, time and docket is forwarded to the appellant by the Board. The 
appellant must send a confirmation within a stated time period confirming that appellant will 
attend. If appellant cannot attend at the designated time, appeUant may request a postponement 
of the hearing. Such a request may be granted if it does not unduly delay a decision in the case 
or place undue burden on the Board."). 
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That situation is not present here as the Patent Owner has confirmed its availability for 
oral argument on January 19, 201 L See Confirmation of Oral Hearing, submitted December 14, 
2010. Patent Owner argues instead that a non-final (and currently ineffective) determination of 
breach of contract constitutes good cause to further delay tliese proceedings. Patent Owner is 
incorrect, 

As the Office of Patent Legal Administration has already determined, even if there were a 
breach of contract, which Third Party Requester vigorously contests, a stay of reexamination 
proceedings is not warranted. Moreover, as the Office correctly found in the first instance, and 
as Requester -mil argue on appeal from the District Court, there was in feet no breach of contract. 

HL THE OFFICE OF PATENT LEGAL ADMINISTRATION HAS 
ALREADY CONCLUDED THAT A BREACH WOULD NOT 
WARRANT A STAY OF REEXAMINATION 

The Office has already rejected imequi vocally the foundational argument of Patent 

Owner's request — it has concluded that even if Callaway ultimately prevails on its breach of 

contract claim, the reexamination proceedings would not be affected. Specifically, the Office 

carefully examined Patent Owner's argument regarding the effect of a final judgment on Patent 

Owner's breach of contract claim with respect to the reexamination proceedings. The Office 

concluded that, because the Office was not a party to the settlement agreement at issue, the 

Office is neither bound by its provisions nor precluded from conducting the requested 

reexaminations. Specifically, the Office noted that: 

[A] settlement agreement between two private parties to which the Office is not a party 
also does not bind the Office so as to preclude the Office from carrying oxit its statutory 
mandate to reexamine a qualifying patent once a substantial new question of patentability 
for that patent has been determined to exist for that patent Therefore, even if one 
assumes that third party requester , . . is in violation of the settlement agreement with 
patent owner such that third party requester might be subject to sanctions by a court of 
competent jurisdiction for having filed the present request for inter partes reexamination, 
the settlement agreement would still not be binding on the Office so as to preclude the 
Office from conducting inter partes reexamination as requested, because the Office is not 
a party to that agreement . 

Ex. 4, Sept 7, 2006 PTO Decision at 9 (emphasis in original). 
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Here, Patent Owner argues that sinqe the District Court granted sununary judgment on its breach 
of contract claim three years ago, now the reexaminations shotild be stayed. La view of the 
Office's prior determination on this very issue. Patent Owner's arguxnent lacks merit 

More importantly, the Office noted that the benchmark for looking into whether the 
Office has committed an ultra vires act is simple. It found that "[w]here the Office orders 
reexamination, the decision of the Office to order the reexamination cannot be attacked as being 
ultra vires, imless it is clearly established that the Office has exceeded its statutory authority to 
order the reexamination," Id. at 14, Here, the Patent Owner has not even alleged that tlie Office 
would be proceeding beyond its statatoiy authority. 

IV. THERE WAS NO BREACH OF CONTRACT 

Moreover, as the Office of Patent Legal Administration fovuid^ Third Party Requester did 
not breach the settlement agreement 

In the present reexamination proceeding, patent owner has not established that 
Acushnet's request for reexamination violates the literal terms of the 1 996 
settlement agreement involved here. The settlement agreement does not facially 
preclude "administrative proceedings" of any sort, including reexamination within 
the Office, Further, as was noted in the previous decision dismissing the petition, 
the settlement was agreement was entered into in 1996; prior to the enactment in 
1999 of the statute authorizing inter partes reexamination. Thus, it is unlikely 
that the settlement agreement reflects an agreement between the parties thereto to 
forego admiDistrative relief in the form of a request for inter partes reexamination 
(such inter partes proceeding made available after the settlement agreement), and 
at best, could only be asserted to inferentially contemplate that the parties to the 
settlement agreement would not seek ex parte reexamination (where there is no 
right to comment on patent owner responses and appeal). 

Id at 8, 

Although the District Court reached a different conclusion in its determination, it 
dismissed its order before Third Party Requester had the opportxmity to challenge that finding on 
appeal. Likewise, even if the District Com! grants Callaway's penduig Rule 60 motion, the 
resisting order will not be a final judgment. If the District Court does reinstate that order, 
Acushnet will appeal it at an appropriate time. Acushnet expects to prevail on tiiat appeal for the 
reasons already noted by the Patent Office above. Consequently, the non-final District Court 
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order, even if it is reenteredj will have no impact on the Office since it will not be a final 
judgment. 

The Office recognixes final judgments as judgments where all appeals have been 
exhausted. See, e.g,, MPEP 2686,04 ("Only a final holding of claim invalidity or 

unenforceability (after all appeals) is controUitig on the Office A non-final holdmg of claim 

invalidity or unenforceability, will not be controlling on the question of whether a substantial 
new question of patentability is present.'^. In contrast, District Court determinations^ such as 
Callaway's breach of contract claim, are generally not binding on the Office.^ See In re 
Swanson, 540 F.3d 1368, 1377-79 (Fed. Or. 2008) (holding that a district court's finding of 
validity did not preclude the PTO fi-om finding a substantial new question of patentability); In re 
Trans Tex. Holdings Corp., 49S F.3d 1290, 1296-97 (Fed. Ch*, 2007) (holding that during 
reexamination, the PTO is not bound by a district court*s claim construction); Ethicon, Inc, v. 
Quigg, 849 F.2d 1422, 1429 (Fed. Cir. 1988) (explaining that the PTO may not discontinue a 
reexamination until a district court's finding of invalidity is either upheld on appeal or not 
appealed). 

The sole case relied upon by Patent Owner in support of its proposition that District 
Court determinations are binding on the Office is inapposite. Koninklijike Philips Electronics 
N.K V. Cardiac Science Operating Co., 590 F.3d 1326 (Fed. Cir. 2010) concerned a District 
Court action filed to review a decision of the Board of Patent Appeals and Interferences pursuant 
to 35 U^S.C. § 146. Thus, that case is governed by a procedural framework entirely different 
from Patent Owner's breach of contract claim. Moreover, the issue addressed in Philips does not 
appear to be relevant to whether District Court decisions are binding on the Office at all. In 
Philips, the Federal Circuit, pointed out that both the Board and the District Court erred by 
failing to apply controlling Federal Circuit judicial precedent related to written description in the 

^ Indeed, if District Court orders were binding on the PTO, Patent Owner's patents would already have been finally 
and irrevocably declared invalid wben the District Court jury determined they were invalid. Just as Patent Owner 
may appeal any judgment on the Jury's invalidity determination. Third Party requester will appeal any breach of 
contract order entered by the Court. Just as the Patent Owner's claims are not yet "finally" invalid, the District 
Court's breach deterraiDation, if reinstated, will not be final until appeals are exhausted. 
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context of interference proceedings. Instead, both the Board and District Court relied on Office 
rules inconsistent with Federal Circuit precedent. Thus, Philips does not stand for the 
proposition that District Court decisions are binding on the OfiQce, as Patent Owner suggests. As 
set forth above Judicial precedent is clearly contrary to Patent Owner's position. Here, the 
District Court made a non-final determination on a breach of contract issue that has not yet been 
appealed^ and thus has no binding effect on the OflBce, 

V. PATENT OWNER FILED ITS RULE 60 MOTION IN 

CONTRAVENTION OF A STIPULATION REGARDING TIMING 

The premise of Patent Owners' s requested 90Hiay adjournment is also flawed because the 
District Court should not entertain its improperly filed Rule 60 motion at this time. 

Patent Owner's filing of its Rule 60 motion is inconsistent with the Parties' agreement 
governing the breach of contract claim. A short factual background is warranted to understand 
why Patent Owner's Rule 60 filing is improper. The breach of contract claim was based on a 
settlement agreement that resolved District Court actions Spalding <& Evenflo CompanieSr Inc^ 
andLisco, Inc. v. Acusknet Company^ Civil Action No. 96-73 ^dAcushnet Company v. 
Spalding & Evenflo Companies, Inc, andLisco, Inc., Civil Action No. 96-78. The District Court 
in the currently pendhig case dismissed Patent Owner's breach of contract case because the 
Court had not expUcitly retained jurisdiction over the settlement agreement. Hence, on June 29, 
2009, the Parties filed a joint motion to reopen proceedings in the prior cases and re-file 
dismissal stipulations that would allow the District Court to retain jurisdiction. 

In their joint motion, the parties specified a firamework that was to subsequently govern 

Patent Owner's breach of contract claim: 

Also, and importantly, given that the judgment in the Golf Ball Patent Litigation 
is presently on appeaJ at the Federal Circuit, the Parties will mt at this time 
request fi^rther action firom this Court on the breach of contract claim. Rather, 
following completion of the current appeal, and depending on how that appeal is 
decided, the Parties will submit a second joint motion to rehear in summary 
fashion Callaway Golfs breach of contract claim sunamary judgment motion, thus 
allowing this Court to reissue its original grant of summary judgment in Callaway 
Golfs favor on that claim. 
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Furthermore, to insure an efficient resolution of the patent matter, Acushnet notes 
that to the extent it intends to appeal the Court's grant of summary judgment on 
Callaway Golfs contract claim, Acushnet will pursue that appeal after all other 
remaining issues have been resolved by this Court in the Golf Ball Patent 
Litigation, including any damages relating to infringement and the breach of 
contract, which the Parties agree will be heard jointly in any da mapes ph ase of the 
Golf Ball Patent Litigation . 

C.A. No. l:96-cv-78"SLR, D.L 38 at 6 (emphasis added). (Ex. 5), On July 29, 2009, the 

Court so ordered the stipulation accompanying the Parties motion. 

Hence^ the parties agreed that a Rule 60 motion would be filed at a time to allow damages 
on the breach of contract claim to be heard along with patent damages. Patent Owner's position 
is that the above agreement contemplated reinstatement of the summary judgment order after 
remand by the Federal Circuit. If Patent Owner's interpretation were correct, its Rule 60 motion 
in the District Court should have been filed in August or September of 2009, shortly after the 
Federal Circuit's remand. Instead, Patent Owner delayed by over a year, waiting until long after 
a new trial on liability and damages was held. Patent Owner's timing was an attempt to 
circumvent the stated pxirpose of the parties* stipulation, which was to allow the parties to 
resolve all damages issues — ^both patent and contract — at a single trial. Since Patent Owner did 
not seek to reinstate the summary judgment order before patent damages were tried^ accordmg to 
the stipulation, it must now wait until an appeal from the patent case is concluded or a new trial 
is ordered. Third Party Requester has opposed Patent Owner's Rule 60 motion in the District 
Court on that basis. Since Patent Owner's Rule 60 motion is opposed and should not be granted, 
delay of oral argument in the present proceeding is not warranted. 

There is also no reason to believe that the District Court will even address Callaway's 
motion in the foreseeable future. In the Delaware Htigation, the jury invalidated Patent Owner's 
patents in March of 2010 as anticipated and obvious. On March 3 1 , 2010, the District Court 
entered Judgment in favor of Third Party Requester, and on June 17, 2010 the parties completed 
post trial briefing. The Court has not yet decided those 6-month old post trial motions. 
Likewise, after the first trial in that matter, the Court took approximately 1 1 months to decide 
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post-trial motions. Thus, there is no reason to beheve that the Court will decide Callaway's 
present Rule 60 motion in the next 90 days. There is certainly no basis to delay the 
reexamination proceedings to await a Court ruling whose timing will be uncertain at best. 
VI, CONCLUSION 

For the foregoing reasons. Patent Owner's request should be promptly denied to avoid 
any further delay in these already unnecessarily prolonged reexamination proceedings. 



Respectfully submitted, 

Clinton H. Brannon (Reg. No. 57,887) 

Attorney for Acushnet Company 
Howrey LLP 

1299 Pennsylvania Avenue, N.W. 
Washington, D.C. 20004 
(202) 783-0800 (telephone) 
(202) 383^6610 (fax) 



Dated: December 22, 2010 
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Exhibit 001 

Decision Discarding Improper Papers 
Mailed: April 11, 2006 



THIRD PARTY REQUESTER'S OPPOSITION 
TO PATENT OWNER'S REQUEST FOR 
RESCHEDULING OF HEARING 

Control No. 95/000,121 
Appeal No. 2011-001,248 
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ITViTTRm Sr&Tgs Paxtefrr 2^wn n?giinP?<ABTf QpprCE 



COMMreSIDNCR FOR PATENTS 
UNITED fiTAT^a RATCMT AI^O TRADCMAniC GPFICC 

dox 

AUEXANDWA, VA 3a313.|43a 



Dorothy P. Whelan 
Fish & Richardson RC 
P,0. Box 1022 

Minneapolis^ MN 55440-1022 



(For Patent Owner) MAILED 



APR 1 1 2006 



Alan M. Crimaldi 
Howrey LLP 

1299 Pennsylvania Avenue NW 
Washingtoiv DC 20004 



REEXAM UNIT 



(For Third Party Requester) 



In re Callaway Golf Company 

fnfcer Partes Reexamination Proceeding 
Control No.: 95/000,121 



DEOSION DISCARDING 
EMFROPER PAPERS 



Filed: January 17, 2006 

For. U.S. Patent No. 6^03,156 



This is a decision on the March 21^ 2006 patent owner petition entitled ''PETmON TO 
SUSPENTD INTER PARTES REEXAMINATION PROCEEDINGS" and on the March 24, 2006 
third party requester paper entitled "ACUSHNET'S OPPOSITION TO PATENT OWNER 
CALLAWAY'S PETITION TO SUSPEND INTER PARTES REEXAMINATION 
PROCEEDINGS/' 

Bofli papers aie before the Office of Patent Legal Administration for consideratiorL Boft papers 
are taken as petitions" pursuant to 37 CFR 1.182 for relief not otherwise provided by the 
regulations, or, in the alternative, as petitions under 37 CFR L183 for waiver of 37 CFR 1,939, A 
petition fee of $400.00 under 37 CFR 1.17(f) will be charged to the patent owner's Deposit 
Account No. 06-1050 as authorized in the March 21, 2006 patent owner petition. A petition fee 
of $400.00 under 37 CFR l,17(f) will be charged to the third party requester's Deposit Account 
No. 08-3038, as authorized in the March 24, 2006 third party requester petition. The patent 
owner and third party requester petitions are improper papers, and are being discarded for the 
reasons set forth below. 



1. U.S. Patent No. 6,503,156 (the '156 patent) issued to Michael J. Sullivan on January 7, 2003, 
and is currently assigned to Callaway Golf Company. 

2. A request for infer 'poirteB reexamination of the '156 patent was filed by a third party 
requester, Acushnet Company, on January 17, 2006. The request was assigned Control No. 
95/000,121 (the '121 TTifer parte? reexamination proceeding). 

3. On February 15, 2006, the third party requester filed a paper purporting to withdraw a 
paper requesting suspension of the '121 infer jwirfes reexamination proceeding stated to 
have been filed by third party requester on January 23, 2006. 
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REexamrnation Conird Nos, 95/000,121 -1- 

A. On March 29, 2006, the Office recognised the February 15, 2006 paper, and accepted the 
withdrawal of the January 23, 2006 paper, noting that, had the January 23, 2006 paper been 
before the Office, the Office would have tal;en that paper as a petition for suspension of 
action without rendering a decision dn the petition. 

5. On March 21^ 2006, the patent owner filed the present petition, requesting that the '121 inter 
'partes reexamination proceeding be suspended. 



7. On March 24> 2006, the third party requester filed an opposition to the March 21, 2006 
patent owner petition- 

8. A decision on the request for reexamination has not yet been issued. 

DEaSION 

37 CFR 1.939 provides: 

"(e) If an unauthorized paper is filed by any party at any time during the infer pftrie3 reexamination 
proceeding it will not be considoed and maybe returned" [Emphasis supplied] 

(b) Unless otherwise authorized, no paper shall be filed prior to the initial Ofhce action on the merits of 
the (rt/cr partes reeTcaminatloa" (Bmphcv^ supplied ] 

The Patent Ovmer Petition 

The January 21, 2006 patent owner petition is improper under 37 CFR 1.939^ because it was filed 
prior to the issuance of a the initial Office action in the i^xaminatLon proceeding. No such 
Office action has issued as of this point in tune. Accordingly, the petition will not be made of 
record in the reexamination file. MPEP § 2667. See In re Knight, 217 USPQ 294 (Comrn'r, Pat 
1982); Patlex Corp, v, Mossinghoff, 226 USPQ 985, 986 (Fed. Cir, 1985) for the analogous situation 
in an ex parte reexamination proceeding. While ordinarily the petition would be returned to the 
patent owner, in this instance/ the petition will be discarded. As the record in this proceeding is 
maintained in an electronic image FUe Wrapper (IFW), closing the petition and marking the 
petition "not public"" within the IFW will serve to discard the patent owner petition. The 
present decision will be made of record in the reexamination fQe. 

The Third Party Requester Petition 

The March 24, 2006 tlurd party requester petition to the January 23, 2006 is improper under 37 
CFR 1.939 for the same reason that the January 23, 2006 patent owner petition is improper. lr\ 
addition, the requester petition is filed in response to the patent o>vner petition, and since the 
patent owner p>etition is not being considered, the requester petition is moot The March 24, 
2006 third party requester petition will also be discarded. 

ADVISORY DISCUSSION 
The following is additionally noted: 
35 U.S.C § 312(a) provides in pertinent part 



PAGE 15/71 * RCVD AT 12/2112010 7:21 :35 PM [Eastern Standard rune] ' SVR:USPT0-EFXRF-5/1 ' DNIS:2738300 * CSID:202 383 6610 * DURATION (nim-ss):1640 



DEC. 21. 2010 7:18PM 



NO. 2184 P. 16/71 



ReexammaHon Control Nos. 95AH)0,12J -S- 

^Not later than 3 mooths after the filing of 0 request for fnfer partes reexamination under sectim 311, the 
DlTEctdr shall determine whether a substantial new question of patentability affecting any claim of the 
■ patent concerned is raised by the reque^tr with or without consideration of other patents or printed 

publicatioris, " [Bmphaens wpplied-] 

35 U.S.CS 313 provides: 

"If, in a d«temunation made under section 312(a}, the Director fmds that a substantial new question of 
patentabiUty affectinjj a claitn of a patent i« raised, the determination flhall include ait order for inter partes 
Tee^c^iTiation of the patent fbr rasolution of tha question. The order irwy be accompanied by the initii^l 
action of the Patent and Trademark OfAoe on the merits of the inter partes r^xamination conducted in 
accordancE with secHon 314." [Emphads ^lippHed.] 

37 U5.C. 317(b) provides in pertinent pait 

''Once ^ final deciei^ beexn eolar^d against a party in a civil action arising in whole or in part under 
section 1338 of title 28, that the party has not sustained its burden of proving the invalidity of any patent 
daim in suit.-., then nether th^ parly nor its privies may thereafter request an rnter partes reexamination 
of any such patent daim on the basis of issues which that party or its privies raised or couid have raised in 
such dvil action..., and an inter paries reexamination requested by that party or its privies on the baas of 
such issues may not thereafter be maintained by "the Office, notwithstanding any other provision of this 
chapter. Thia satiseclioii does not preveni the assertion of invalidity based on newly discovered prior art 
unavailable to the third-party requester and the Patent and Trademark Office at the time of the info- partes 
reexamination proceedings^'' [Emphasis supplied.] 

37 CFR 1,182 provides: 

"All situations not specifically provided for in the regulations of this part will be decided in accordance 
with the merits of e^ch situation by or under the authority of the E)3icctor, Subject to such other 
requirements as may be imposed, and sudi decisiDn will t>e communicated to the interested parties in 
writing. Any petition seeking a decision under this section muet be accompanied by the petition fee Set 
forth in § 1.17(0." [Emphasis supplied] 

37 CFR 1.183 provides: 

''In an extraordinary situatic^ when justice requiresy any requirement of the regulaticns in this part which 
is not a requirement of the fitatnies may be suspended or waived by the Director or the Diroctor's 
designee, sua sponte, or on petition of thp 'interested party, subject to such other requirements as may be 
imposed. Any petition under this section must be accompanied by the petition fee set jforth in § 1.17(0.'" 
[Bmphasis supplied] 

The requested suspension of the '121 mier partes reexamination proceeding would require a 
* suspension of the decision on the request for inter -partem reexamination. A suspension of the 
decision on the request for inier -partes reexainination would run cotmter to Ihe statutory 
requirement in 35 U.S-C §§ 312(a) and 313 that the decision on the request mu^ be issued 
within three months of the filing of the request 

Further/ pursuant to 35 U,S.C § 317, an mier paries reexamination will not be terminated by way 
of the estoppel set forth in § 317(b) until a final decision (pursuant to § 317(b)) has been entered 
in a civil action against the inter paries reexamination requester. In the present instance, no such 
final decision has been entered. Further, even if such a final decision were to be entered, Ihe 
reexaminatioiA could be continued based upon an "assertion of invalidity based on newly 
discovered prior art unavailable to the tturd-party requester and the Patent and Trademark 
Office at the time of the inter partes reexamination proceedings." 
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Finally, it is to be noted that Congress provided in 35 U.S.C § 317(b) that a court validity- 
challenge and inter partes reexamination of a patent miy occur simultaneously. It is only when 
one proceeding finally ends, that the issues raised (or that could have been raised) with respect 
to the validity of a claim in that one proceeding can have estoppel elfect on the same issues in 
flie other proceeding. The Office is obUgated to move forward in an inter partes reexanunation 
with ''special dispatch" at the same time that the litigation proceeding is being resolved. This is 
so because the duration of the litigation proceeding can be extensive, and its conclusion 
(including a decision on any appeals) carmot be accurately predicted; thus, any suspension of 
action in the proceeding (as requested) that might be provided could very well be extensive, 
with no reasonable probability fliat estoppel will ultimately attach and bar the reexamination 
proceeding, 

CONCLUSION 

1. The patent owner petition jfiled March 21, 2006, is an improper paper, and it will not lie 
considered. 

Z The third party requester petition filed on March 24, 2006, is an improper paper, and it will 
not be considered. 

3. No copy of the patent owner petition or the third party requester petition will be 
maintained in the record. 

4, A copy of Ihis decision will be made of record in the IFW of the '121 inter partes 
reexamination proceeding. ^ 

5, Jurisdiction over tiie 121 inter partes reexamination proceeding is returned to the Central 
Reexamination Unit 

6. Telephone inquiries related to the present decision should be directed to the Stephen 
Marcus, Legal Advisor, at 571-272-7743, or, in his absence, to the undersigned at 571-272- 
7710. 



Kermeth M. Schor 

Senior Legal Advisor 

Office of Patent Legal Administration 



am 

Maich31,2006 



Aprils, 2006 

C:\kiva\kniq>ropa\ 95_121=PO & 3PRpet-tQ-suspend-Iit_prior to Order.doc 
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Exhibit 002 

Decision On Petition To Vacate Order 
Granting Reexamination 
Mailed: June 7, 2006 



THIRD PARTY REQUESTER'S OPPOSITION 
TO PATENT OWNER'S REQUEST FOR 
RESCHEDULING OF HEARING 

Control No. 95/000,121 
Appeal No, 2011-001,248 
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RECEIVED ^ 

CE^JTRALFAXCENTEl^■ 2184 

DEC 2 1 



p. 19/71 



TTwTTPrn gTa^pprg PaTT?T>rP &vm ^ pantmhpy OpvTp^ 



CdMMfBOiaHCR FDR PA*rt:NTe 
UMlTtEO SXATEB PATEW-f AlsiO TQADCMAnK OmcC 

P.C^ Box I 45D 

Alexandria, VA 22313^1490 



Dorothy P. Whelan 
Fish & Richardson P.C 
P.O- Box 1022 

Minneapolis, MN 55440-1022 



(For Patent Owner) 



Alan M. Grimaldi 
Howrey LLP 

1299 Pennsylvania Avenue NW 
Washington, DC 20004 



In re Callaway Golf Company 

Inter Partes Reexamination Proceeding 
ControlNo.: 95/000,121 
Filed! January 17, 2006 
For: U.S. Patent No. 6^03,156 



(For Third Party Requester) 

JUM 07 2006 

TO VACATE ORDER GRANTING 
REEXAMINATION 



This is a decision on the April 13, 2006 patent owner petition entitled ''PETmON TO VACATE 
FEEXAMINATION ORDERS AS ULTRA VIRES" under 37 CFR 1.181. On April 27, 2006, the 
p9£*y requester filed an opposition to die present petition entitled "ACUSHNET'S 
OPPOSITION TO PATENT OWNER'S PETITION TO VACATE REEXAMINATION ORDERS 
AS ULTRA VIRES/' 

Both the petition and the opposition ate before the Office of Patent Legal Administration for 
consideration. 

The patent owner's petition is dismissed for the reasons set forth below. 



REVIEW OF SALIENT FACTS 

1. US. Patent No. 6,503,156 (the '156 patent) issued to Michael J. Siillivaj\ on January 17, 2003, 
and is currently assigned to Callaway Golf Company. 

2. A request for inter partes reexamination of the 156 patent was filed by a third party 
requester, Acxishnet Company (hereinafter "Acushnet"), on January 17, 2006- The request 
was assigned Control No. 95/000,121 (the '120 inter partes i^jexamination proceeding), 

3. On February 9, 2006, the patent owner filed suit against requester Acushnet in the Umted 
States District court for the District of Dela^vare. Callaway Golf Company v Acushnet 
Compamf, C j\. No. 06-91 (SLR) (February 9, 2006). 

4. On February 15, 2006, the third party requester filed a paj)er puxporting to withdraw a 
paper requesting suspension of the 121 inter partes reexamination proceeding stated to 
have been filed by third party requestor on January 23, 2006. 
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Reexamination Control No, SSfO0O,lll 



5. On March 29. 2006, the Office recognized the February 15, 2006 paper, and accepted the 
withdrawal of the January 23, 2006 paper, noting that, had the January 23, 2006 paper been 
before the Office, the Offcie would have taken that paper as a petition for suspension of 
action without rendering a decifiion on the petition. 

6. On March 21, 2006, the patent owner filed a petition, requesting that the '120 inter paries 
reexamination proceeding be suspended. 

7. On March 24, 2006, the third party requester filed an opposition to the March 21, 2006 
patent owner petition, 

8. On March 31, 2006, the Office issued a decision discarding the Marrfv 2006 petition and 
opposition papers as improper because reexamination had not yet been ordered. 

9. Reexamination was ordered for the '121 inter partes reexamination proceeding on April 7, 



10. On April 13, 2006 the patent owner filed the present petition under 37 CFR 1.181 to vacate 
the reexamination orders as ultra vires, 

11, On April 27, 2006 the third party requester fUed an opposition to the April 13, 2006 patent 
owner petition pursuant to MPEP 2646 (I)- 



RELEVANT STATUTORY AND REGULATORY LAW 
AND PROCEDURE 



35 U-S.C § 311(a) provides: 

"IN GENERAL. ^ Any third-pgrty requester at any time may file a request tor inter partes reexamination 
by the Office of o patent on the basis of any prior art dted under the provisions of section 301." 
[Emphasis supplied.] 

35 U.S,C. § 312(a) provides in pertinent part: 

"iNJot later than 3 months after the filing of a request for inter paries reexamination under section 3n, the 
Director shall determine whether d substantial new question gf patentability affecting any claim of the 
patent concerned is raised by the request, with or without consideration of other patents or printed 
publications. ... " [Emphaais supplied.! 

35 U.S.C§ 313 provides: 

"If, in a determination made under secHon 312(a), the Director finds that a substantial new question of 
patentability affecting; a claim of a patent is raised, the determination shall include an order for inlet partes 
reexamination of the patent for resolution of the question. The Older may be accompanied by the initial 
action of the Patent and Trademark Office on the merits of the inter partes reexamination conducted in 
accordance with section 3H." [Emphasis supplied.] 
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35 U.S.C 314(c) provides: 

c) SPEGAt DISPATCH,- Unless otherwise provided by the Director for good cause, all inter partes 
reexamination ppoceedings under this section ,.. shall be conducted with special dispatch within the 
Office. 

35 aS.C§ 317 provides: 

"a) ORDER FOR REEXAMINATICM^.- Notwithstanding any provision of this chapter, once an order for 
inler partes reexamination of a patent has been issued under section 3l3, nether the third-party requester 
nor its privies may file a subsequent request for inter paries reexamination of the patent until an inter partes 
reexaminaeon certificate is issued and published under section 316, unless authorized by the Director. 

(b) FINAL DECISION.- Once a final dedsSon has been entered against a party in a civlt action arising in 
whole or in part under section 1338 of title 28, that the party has not sustained its burden of proving the 
invalidity of any patent claim in suit then neither that p£»rty nor its privies may thereafter request an 
inter paries reexamination of any such patent claim on the basis of issues which that party or its privies 
raised or could have raOsed in such civil action..,, and an inter partes reexamination requested by that party 
or its privies on the basis of such issues may not thereafter be maintained by the Office, notwittistanding 
any other provision oF this chapter. This subsection does not prevent ttw assertion of invalidity based on 
newly discovered prior art unavailable to the third-party requester and the Patent and Trademark Office 
at the time of the inter partes reexamination proceedings." 

37 CFR 1.907 provides in pertirLent part:. 

" (b) Once a final decision has been entered against a party in a civil action arising in whole or In part 
under 28 U.S.C. 1338 that the party has not sustained its burden of proving Invalidity of any patent claim- 
in-suit^ then neither tiiat party nor its privies may thereafter request inter partes reexamination of any such 
patent claim on the basis of issues which that party, or Its privies, raised or could have raised in such dvil 
action^ and an inter partes reexamination requested by tliat party, or its privies, on the basis of such issues 
may not thereafter be maintained by the Office." 

MPEP § 2646 (I) provides in pertinent part: 

"A petition under 37 CFR l.lSl may,., be Bled to vacate an ultra vires reexamination order, such as where 
the order for reexamination is not based on prior art patents and printed publications. In cases where no 
discretion to grant a inquest for reexan^ination existSr a petition to vacate the decision to grant or a request 
for reconsideration^ v^dll be entertained. "Appropriate circumstances'* under 37 CFR 1.181(a)(3) exist to 
vacate the order granting reexamination where, for example; ^ 

(A) the reexamination order Is not based on prior art patents or printed publications; 

(B) reexamination is prohilritedtmder 37 CFR 1.907; 

(Q all claims of the patent were held to be invalid by a final decision of a Federal Court after all 
appeals; 

(D) reexamination was ordered for the wrong patent; 

(E) reexamination was ordered based on a duplicate copy of the request; or 

(F) the reexamination order was based whoUy on the same question of patentability raised by the 
prior art previously considered in an earlier concluded examination of the patent by the Office (e.g., 
the application which matured into the patent; a prior reexamination, an interference proceeding)." 
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DEaSlON 

Patent owner argues that the order granting reexamination is an ultra vires action on the part of 
the Office because tiae third party requester, Acushnet, lacked standing to file the inter partes 
request. Patent owner bases this argument on allegations that: 

(1) Certain Stipulations of Dismissal resulted in a setdement agreement between patent 
owner's predecessor in interest, and requester Acushnet entered into a Settlement Agreement 
on November 10, 1990, for a term of ten years; 

(2) The same parties executed a Settlement Agreement in 1996 that superseded the 1990 
agreement, and the 1996 Settlement agreement provides, inter alia, that the exclusive forum for 
the third present party requester to resolve patent validity issues with the patent owner is the 
United States District Court for the District of Delaware; and 

(3) The same (present) parties participated in ihe dispute resolution process pursuant to the 
1996 Settlement Agreement, and while the mediation process was underway, Acushnet 
requester filed a request for the present inter partes reexamination proceeding, i 

It is patent ofwner's position that filing of the present inter partes by requester Acushnet violates 
the aforementioned Settlement Agreement, and that Acushnet therefore does not have standing 
to file and maintain the present request for inter partes reexamination. 2 However, taking the 
facts as given by patent owner are accurate, and that there is a valid Settlement Agreement 
between patent owner and requester Acushnet, ^ patent owner has simply not established that 
the order granting the present inter partes reexamination proceeding Is an ultra vires action on 
the part of the Office. 

First, the reexamination statute governing inter partes reexamination permits the filing of a 
request for inter partes reexamination of a qualiiying patent by any party at any time; ^ and it 
further requires the USPTO Director to (1) determine, within three months of the filing of tiie 
request, whether tfie request raises a substantial new question of patentability affecting any 
claim of the patent, * (2) order and conduct inter partes reexamination when such substantial 
new question is found, * and (3) conduct the inter partes reexamination proceeding with special 
dispatch. ' Patent owner has not dted authority that holds that an agreement by parties in any 
way relieves the Office from the duty to faithfully follow the mandatory requirements of the 
inter partes reexamination statute, when a psirty files a request for inter partes reexamination. 
Neither has patent owner cited authority for the proposition that private parties, by agreement, 
may abrogate the statutory jurisdiction conferred upon the Office to decide the merits of a 



' See patent owner's Petition, pages 2-3, 
^ Id,, at pages 4-6 

^ Patent owner has not estabJisbed tiie O^ce has jizrisdJcdon to make a determination regarding the validity and 
applicability of the Scttlczncac Agreement, or to make any findings regarding the facts alleged in patent owner's 
petition or die third pftity requester's opposition to patent owner's petition. No such determination has been, or will 
be, undertaken by the Office. 
^35US.C. §3 11 (a) 
* 35 US.C,§ 312(a) 
*35US-C§313 
^ 35 U-S,C.§ 314(c) 
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request for inter partes leexainination and to thereafter conduct an inter pattes reexamination 
within the framework provided by the statutes and regulations. 

Second/ a contractual provision preventing a party from seeking reexamination would be void ' 
as being contrary to public policy \ In Lear v. Adkins, 395 U5. 653, (1969), the United States 
Supreme Court determined that prohibiting licensees from challenging Uie validity of a patent 
that they had licensed runs afoul of public policy "in permitting full and free competition in the 
use of ideas which are in reality part of the public domain." id. at 670 . By analogy, preventing a 
third party requester (and a potential licensee of Hhe subject patent) from requesting 
reexamination of a patent would be contrary to the public policy embodied in the Lmr v. Adkins 
decision. It should also t>e noted that the settlement agreements entered into in 1990 and 1996 
are prior to the enactment in 1999 of the statute authorizing inter partes reexamination. Thus it 
was not even possible for these settlement agreements to address preventing a party to the 
agreement from filing such a request for reexamination. 

Third, MPEP § 2646 (I) sets forth examples of appropriate circumstances that would require the 
Office to vacate an order for inter partes reexamination after granting the order. These 
circumstances include (1) orders in which a substantial new question of patentability was found 
based on evidence other than prior art patents or printed publications, (2) circumstances^ in 
which estoppels established by 35 US.C. g 317(b) as implemented by 37 CFR L907 arise out of 
HHgation between the parties on the patent for which reexamination has been ordered or the 
existence of a pending inter partes reexamination proceeding on a patent for which inter partes 
reexamination has again been requested by the same patty or a party in privity with the 
requester/ (3) the existence of a final, non-appeaiable Federal Court decision holding all claims 
of a patent for which inter partes reexamination has been ordered invalid, (4) an inter partes 
reexamination order for the wrong patent, or on duplicate copies of the same request for inter 
partes reexamination, and (5) an inter partes reexamination ordered based entirely upon the same 
question of patentability previously considered in an early concluded examination of the patent 
by the Office, These circumstances address either the issue of a statutory prohibition barring 
the grant of a request for inter partes reexamination, or the grant of an order for reexamination 
based upon a dear error of a clerical nature. Patent owner has not established that the present 
inter partes reexamination proceeding was ordered contrary to a statutory prohibition barring 
the order, or due to a clerical error. 

Filially, whOe Congress did establish statutory estoppels requiring either the denial of a request 
for inter partes reexamination, ? or the conclusion of a pending inter partes reexamination 
proceeding, w patent owner has not demonstrated the existence of 35 US.C § 317 estoppel. If 
Congress had intended for any other basis for an estoppel to apply^ it would have included 
such other basis in the statute- Congress did not provide for an "estoppel" arising out of a 
settlement agreement or other contractual agreement between parties. 



Bremen v. Zapata OffShore Co., 407 U.S. I (1972)Ccoiicluding thai a forum selection clause, while generalJy 
enforceable, will not be enforced where it violates ihts strong public policy of the fonnn in \^ch suit is twought)^ 
Newton v, Humety, 480 U,S. 3«6,392 {19S7) ("The relevant principle is well established: a promise is unenforceable 
if the interest m its enforcement is outweighed in the circumstances by a public policy haimed by enforcement of the 
sgiieemenl.''); Surer v. Munich Reinsurance, 223 F.3d 150 (3a Cir. 2000) (citing Bremen for the proposition that 
federal forum selection clauses should not be enforced where tfaey are contrary to public policy). 
' 35 U.S.C§ 317(a) 
'^35 U.S.Cg 317(b) 
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It is additionally noted that petitioner patent oivner requests that the Office return jurisdiction 
to the District Court conducting the litigation. " It is to be observed, however, that Congress 
provided in 35 U.S.C § 317Cb) that a court validity challenge and inter partes reexamination of a 
patent may occur simultaneously* It is only when one proceeding finally ends, that the issues 
raised (or that could have been raised) with respect to the validity of a claim in that one 
proceeding can have estoppel effect on the same issues in the other proceeding. Such is not the 
case in the present instance. The OBce is thus obligated to move forward in the instant inter 
partes reexamination with ''special dispatch" despite the presence of the litigation. The present 
request to vacate/v\rithdraw the instant inter partes reexamination request cannot be granted in 
view of the legislation and implementing rples which require that (1) once an inter partes 
reexamination request is filed, it will be decided, and (2) once the request is determined to raise 
a substantial new question of patentability of a claim of the patent, tiie request nnU result in an 
order for reexamination to resolve the substantial new question, which in him zmll be followed 
by reexamination in accordance with 35 U5.C. §§ 311-314. The statutory language is based on 
the public interest in resolving any reexamination proceeding that is fQed. 

Withdrawal of a requested and granted inter partes reexamination proceeding would leave both 
the public and the patent owner with an unresolved request for reexamination and uixresolved 
substantial new question of patentability (found to be present via the decision ordering 
reexamination). The public has a right to such a resolution. Vacating, withdrawing, or 
otherwise abandoning or terminating the instant reexamination proceeding would abrogate this 
pubHc right. Rather, the proceeding mxist continue according to the procedure mandated by 
the inter partes reexamination statute. 

In Heinl v, Gcdici, 143 F. Supp, 2d 593, 601 (E.D. Va, 2001), the court stated, in a decision seeking 
termination of reexamination based on the absence of a new question of patentability: 

"Under the well established ultra vires doctrine, the exhaustion and final agency 
requirements are excused 'only if plaintiff is able to show that tfte PTO clearly 
exceeded its statutory authority, quoting from Philip Morris, Inc. v. Block, 755 F.2d 368, 
370 (4th Cir 1985 (quoting Mayor and City Council of Baltimore v, Mathews, 562 F.2d 914, 
920 (i^ Cir. 1977), vacated on other grounds, 571 F2d 1273 (4* Cir. 1978). 

The court went on to state: 

"Put differently, when an agency acts in 'brazen defiance' of its statutory 
authorization, courts need not await the conclusions of underlying proceedings/' 

After a review of the record, and based upon the above discussion, it is found that patent owner 
has not established that the Office "cleariy exceeded its statutory authority," nor acted "in 
brazen defiance of its statutory authorization," in the Office's determination that the January 17, 
2006 reexamination request properly raised a substantial new question of patentability and 
should go forward. 



" Presumably Caliaway Coif Company v Acushnet Company, Cj\. No. 06-91 (SLR) (Febniary 9, 2006), discussed 
briefly above. 
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For the forgoing reasons, the order granting reexamination remains intact and the inter partes 
reexamination proceeding will continue in accordance vrith the procedure mandated hy the 
inter partes reexamination statute. 



CONCLUSION 



1 . The patent owner petition filed on April 13, 2006, is dismissed . 

2. A copy of this decision wiU be made of record in the IFW of the '121 inter partes 
reexamination proceeding. 

3. Jurisdiction over the '121 inter partes reexamination proceeding is returned to the Central 
Reexamination Unit. 

4. Telephone inquiries related to the present decision should be directed to Stephen Marcus, 
Legal Advisor, at 571-272-7743, or, in his absence, to Karen Hastings, Legal Advisor, at 571- 



KennethM. Schor 

Senior Legal Advisor 

Office of Patent Legal Administration 

June 3, 2006 



272-7717, 




6-6-06 

C:\Kiva\Kenpet6\UV\95_121-UV__settIeraent agreement.doc 
C:\K:iva\Kenpet6\iP\95_l 2 1 -UV_settlement agreement.doc 
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Decision Denying Petition 
Mailed: July 19, 2006 



THIRD PARTY REQUESTER'S OPPOSITION 
TO PATENT OWNER'S REQUEST FOR 
RESCHEDULING OF HEARING 

Control No. 95/000,121 
Appeal No. 2011-001,248 
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Dorothy P, Whelan 

Fish & RichaidsDn P,C (For Patent Owner) MAILED 

Box 1022 

MiimeapoliS; MN 55440-1022 jjj^ | g 2B(JB 

AlanMCrimaldi CfflniAlllffiiftM^ 
Howiey LLP (For Third Partjr Requestei) 

1299 Peruisylvanifl Avenue NW 
Washington, DC 20004 



In re C^away Golf Company : 

hikr Parte& Reexamination Proceeding ! DECISION DENYING 

Control No,: 95/000,121 : PETmON 

Filed: January 17, 2006 : 

For U-S- Patent No, 6,503,156 : 



This is a decision on the April 28, 2D06 patent owner petition entitled ^RENEWED PETITION 
TO SUSPEND INTER PARTES REEXAMINATION PROCEEDINGS/' Also, on May 5, 2006. the 
thini party requester filed a paper entitiEd ^ ACUSHNET'S OPPCBITION TO PATENT OWNER 
CALLAWAY'S RENEWED PETITION TO SUSPEND INTER PARTES REEXAMINATION 
PROCBEDlNGSu" 



Jnler partes reexanunatton control number 95/000,121, patait owner's renewed petition, end 
requester's opposition to patent owne/s renewed petition axe before fhe Office of Patent Legal 
Administration for consideration. 

Patent owne/s present petWcn is taken as a renewed petition under CFR 1183 for waiver of 37 
CFR 1.939, and as a petition under 37 CFR 1,182 for suspension of infer pgrUs reexamination 
proceeding 95/000421, Third party requester's opposition is also talcen as a renewed petition 
under 37 CFR 1,183 for waiver of 37 CFR 1,939, and as a petition 37 CFR 1182 to oppose the 
patent owner's renewed petitioa 

FEES 

As the fee for the originally fDed patent owner petition was not charged, a pedtion fee of 
$400.00 under 37 CFR 1,17(0 will be charged to the patent owner's Deposit Account No. 06-1050 
as authorized in the April 2B, 2006 patent owner renewed petition^ 

As ftie fee for the originally filed third paify requester opposition to patent owner's petition was 
not charged, a petition fee of ip4D0.O0 under 37 CFR 1.17(f) will be charged to the third party 
requester's Deposit Account No. 08-3038, as authorized in the May 5, 2006 third party requester 
renewed opposition. 
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SOMMARY 

Ihe respective 37 CFR 1.183 aspect of the petition of the patent owner to penmt entiy and 
considemtiDn of the renewed patent owner petition as a petition to suspend the present infer 
paries reexamination proceeding and of third party requester to permit entzy and 
consideration of the third party lequestei's opposition to the renewed petition to suspei^d, are 

The patent owner renewed petition undo- 37 CFR UB2 to suspend the present inter porfes 
ree^^amination proceeding is denied . 

REVIEW OF FACTS 

1. U^, Patent No, 6,503,156 fthe '156 patenf) issued to Michael J. Sullivan on January 7, 
20D3, and is currency ass^ed to Cailaway Golf Company. 

1 A request for infer partes leexamination of the 156 patent was filed by a third party 
requester, Acushnet Company/ on January 17, 2006, The iBjuest was assigned Control No- 
95/000,121 f 'the 121 infer partei reexamination pioceeding^)- 

3- On February 9, 2D08, th e third party requester iiled a paper purporting to withdraw a paper 
requesting suspension of the 121 infer partes reexamination proceeding stated tc have been 
filed by third party requester on January 23, 2006. 

4. On February 16, 2006, the Office recognized the requester's February 9, 2006 paper^ and 
accepted the wididrav^l of tfie January 23, 2006 paper, noting that, had the January 23j 
2006 paper been before ftie Office the Office Would have taken that paper as a peliliDn for 
suspension of action without rendering a decision on the petition. 

5- On Mardi 21, 2006, the patent owner filed a petitiDiv requesting that the 121 inter paries 
reexamination proceeding be suspended. 

b 

6. On March 2i, 20D6, the third party requester filed an opposition to the March 21, 2006 
patent owner petition. 

7. On April 11, 2006, an Officfe decision was issued, discarding both the March 21, 2006 patent 
owner petition and Ihe March 14, 2D06 opposition thereto as being improper premature 
papers. 

8. On April 7, 2QQ6, reexamination was ordered for claims 1-11, i.a all of the claims, of ihe 156 
patent 

9- On April 13, 2006, patent owner filed a petition requesting that the order granting the 
present reexamination proceeding be vacated as being an ultra mres action, 

10. On April 27^ 2006, third party requester fOed an opposition to patent owner's April 13, 2006 
petition. 

U. OnApril28,2006,patentownerfiJedth&prBSBntrenewedpetitiontDsuspendthB'121mt^ 
partes reexamination proceeding. 
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IZ On May 5, 2D06, third party requester Skd ihe present opposition io the April 28, 2006 
patent owner petition. 

13. On June 7, 2005^ the pata^t owner petitiDTi to vacate the '121 mter psrtss reexaounation 
proceeding was dismissed by the Office. 

DEaSION 

it Relevant Law And Procedufe 
35 use §3n(a) provides: 

IN CHNERAl- - Any fcldr^pitrty Taques^cx afly time imy (Us & lequ^ fcr Her part^ reexamifiAtiQn 
by iht Offke of ^ pet^t on the basis of enir prior ut dteil nnder the provisions of ^tion 301 ^ ^phosis 
supplied 1 

35 US.C § 312(a) provides in pertinent part 

"Nat later than 3 month? aA?r tbc filing tif £k lequst for mbr pfrtES reexanunatittv imdar section 311p khe 
Dir^tor ohall determine tvheth^ ^ ^ub^tanCia! tkw quesHon of p^tent^ility «£fecitng sny rlfTfm of tha 
patent concErned i$ rais&d by the request, wiih Or withfiut cotfiiderfltlon oi othor patents Of pnntEtl 
publicfltionsL " (Ecnpha^ supplied.] 

35 U.S.CS 313 provides: 

"If, to & detemunatlnn made undw seciion312(ai), the Diiedor finds thai ft substantial new question pf 
patonEabtlity affbcft^g a doim of a patent b ralset^ tbe ileiemun&tion flhall irtdude an order for infer parUs 
rt:acmrkinatfon of the phznt ftif resohition of the question. The order may be accampaniecl by Che init»S 
ttdion of the Intent and Trademark OlTice on them^riUof the inter jtartes reexamination wmducted in 
feccordancB with section 514" {£mpbacic supplted ] 

35 US.C§ 314(c) provides: 

''Unless otheTV?Ue provided by the Director hr ^oad cavs&, ell inter partes reexanunatifin prOcsedinj(« 
under thi? sectioTv Induding any appeal to ^ Board of E'atent Appesb an4 InlerferBmisj^ be 
conduded vHlh spedd dispatch witMn the Olfice-'' 

37 CFR 1.132 provides: 

"When any claim of bh oppiicatioft or a patent under ^raemmAtion is rejected or obiecled to, any evidence 
submitled to traverse the rqectkm or objection on « bnsis not otberwifie pioivided for must be by way of an 
oath or dedarstion under this fcctioxi.'' 

37 CFR11B2 provides: 

"Alt situations not fipedRolly proinded for in the le^ktions of this part will be decided in accordance 
with the meriU of situadoti by or under Uie uuthcrily of the Direcior, subject to such other 
raqulrements a? may be imposed, and such deosion win be cDmrnunzcated lo tha Int9reoted parties in 
writing. Any petition seeldnft o drdslon under this section must be accompanied by the petition ka set 
forth in §117(0 
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37 CFR 1.183 provides: 

"In an ^tmordmory fiih^tion, whm justice re{pure:^ any requiiedncnt of Ihe regulatitms m this 
which Is Tvol B requirement of the ctahites mpy be suspendEd or waived by the Diredor or the Diredor's 
d^gnee^ sua sporih; or an petitkin of tka interested part^r subject to $uch other reqtnf smenis b3 may be 
Emposed Any pedtiem vtiist this secticm mu$t be aaxxmpar^ by tha petition fee set fbdh in § 1.170." 

37 CFR 1,907 provides: 

*'(6) OncB an order to i»mninfi has bean Issued «rder § 1 531, neithfif iha iHrd pzuly re^esler, nor its 
prfvias, may file a siAiSeipenl tequEst for mfer juxries reeicattwnmiQn of the patent until an mter pfnics 
iet»finUnatlon certifk^te is issued under 5 1 .997^ unless authorized by tiis Director. 

(b) Once a Una) decisum Im be»i altered against a party in a crnl adada Ekrifirng in whole or In part under 
28 U5lC 133B that the party has not sustained its burden of proving invalidity cF any patent dHim-in-fiul, 
then neilhET tluit party nor Its privies may tbEreafler request mUr pgrf^s reewminatjop of ftny sucK patent 
claim on the basfe of issuBs which that party^* Or its privzes, raised or couJd have r^d in sax^ dviJ aeHoi\ 
and an te/fr purlc reexaminptiQnrequesiad by that party, or fls privieSj On thebasifi of sdch issue? may not 
thereafter be nwintajnedby the Office. 

(c) If a final decision in m into' jmtes reexemlnaticn pmcsdin^ instituted by & third p3rt7 reque^er is 
fftvomble to patentebiliEy of any ojigind, proposed amended, or nsw daims of the patsn^ then neither 
that party nor its privies may thereafter request inter parts resxaminaiion of any :sath p&t&frt cbims on the 
basis of iestjes whidi that por^/ or its privias^ mtscd or coidd have mi^d in such inUr paHs 
re^icamlnatl on proceeding 

37 CFR 1913 provides: 

'^Except as prwided for in § 1.907, any person other iW the patent owncir or its privies may, at any time 
dudng the period of enfon^abiUty of a patent wluch issued from on odginfil application filed in the 
United Stales on or after Novenrber 29, 1999, file n request for inUr ]!Wk5 reexanupatipn by the Office of 
any chim of the pateni on theba£i£ of prior art patents or printed piiblfc&Hons cfled under §1.5QL" 

37 CTR 1.935 provides: 

'Hrhe order for inttrpGrtes reestaniinationMriU uaially be aocompanied by lbs mittal Offlca action on the 
flierits of the reeKaminaiiDn.'' 

37 CFR 1937(b) provides: 

*the mUr yvrUs reexanunation proceeding will be conductad in acoirdance w£th 1-1D4 through Lll^t 
ihe fiedions governing theapplimtion ^fifninotion process and wiD result in iho Issuance of an fntrr pjzrXcs 
reextordnation certificate under g 1.997, aAC O p t as othenvise provided." 

37 CFR L939 provides: 

"(a) If an urtHuthDnzed paper Is filed by any pajiy at any time duiing the infer partes r^eitaznination 
pmoeedingltwinnoibecQndlderedfirtdmayberehimed'' t^nphosis supplied.] 

(b} Urle£S otherwise aulliDrizect no paper shall be filed prior to the irntial Office edion on the roetits of 
the t>£cr pdcs [tanminattoa'' [&nphasi9 supplied] 

37 CFR 1.987 provides; 

If 8 patent in the process of idfET -pMes reejcaminBHon is or beOimes involved In Utigatioin, the Director 
shall dfilctmine whether or nc* to suspend the inter parks nsexamlnatton proceed jug." 
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With respect to suspension of into- partes reefaaiinatioii, MPEP § 268404(111) provides lhat 

".^ 'good c^use' migKl tiep/esant; for eKamp)^ wIi&te there is on issue th^l cannol be dedd&d iit the 
i^exmmn^on procaeding but affects itm resoluHon of the piciceeding Ajiother example is wherE there is 
an issue cummon to tha lltigatiDn find th^ T^examlnaiion Uiat can best decided In cxnirt due to the 
avBitsbility in court of di$:pc7VEiy and subpoena power [e^.^ an issue heaviljr dependent on presenlatiDfi «f 
conHlctin^aini^tdd evidence hy tha ttf o pastier) ** 

IL Prpcedural Discussion Re: Patent Owners Original fMaith 2L 2006) Feh'tinn To Suapend 

Qn March 21, 2006; patent owner filed a petition to suspend the 121 inier paries leexamination 
proceeding- In the present petition^ patent owner takes the position * that the original petition 
to suspend filed on March 21, 2006 was not entered in the '121 proceeding, and was instead 
discarded/ because it was filed prior to issuance of a reexamination otrd^. This position is 
inaccurate. 

By its tenns, 37 CFR precludes the filing of any paper in an intsr paries reexamination 

proceeding prior to "the initial Office action on the merits" in that proceeding, unless the filing 
of the paper is authorized- At the time of filing of that petiEion, and at the time of the decision 
thereon^ not only had there been no decision on the request for leexaminaHorv there had also 
been no Office action on the merits In the infer parUs proceeding. The patent owner petition of 
MeltcH 21, 2DD6 was held to be an improper paper under 37 CFR 1.939 because it was filed prior 
to the issuance of the irutial Office action in the reexamination proceeding. * Not only had inter 
]?stUs reexamination not yet been Drdeied/ no ''initiai Office action on the merits of the inter 
purtss leexaminatiorf' had been promulgated in the '121 inter partes reexamination proceeding, 
and a paper prior to that point is bailed by regulation unless authorized, in accordance with 37 
CFRL939(b). 3 

Alttiough patent owne/s March 21, 2005 petition requested xelief under 37 CFR L183, the 
regulatory provision that provides for waiver of the rules, * fiiere was no specific identification 
of which regulation that patent owner was seeking to wah^e. However, even if waiver of the 
provisions of 37 CFR 1.939 had been specifically requested^ the March 21, 2005 patent owner 
petition could not have been granted. As explained in the decision dated Apnl 11, 2006 (by 
which the March 21, 2Q06 patent owner petition and third party requestsr opposition weiE 
discarded as being improper papers), USC 8 312(a) requires, inter din, that after a request for 
inter partes reexaminatiDn is filed^ the Director shall within tiuee fflonths of the filing of a 
neouBst for inter varies reexamination, determine whether that request raises a substantial new 
question of patentabiHfy affecting any daim of the patent feat is Ae subject of the request 
Fiuiher, 35 USC § 313 requires that - when the Director does determine that a substantial new 
question of patentability is raised by -he request then the determination shall indiuie an order 
far int^ partes reexamination of fee patent concerned. 



' See patcat owner^s ''Resftw^ PedtiDiL (o ^ispcnd, page 2, secoid fiill paragraph. 

^ See Dbc^b Discarding Improptr ftiptx^", Apnl 1 1, 2006, pag& ppv^aph s^Jcd "The Petcat Owoa Pe^ttoo" 
' It appears lhat p^tumcx patcoi owner is confusing the Icnnitidlogy "^ohiaf Office acdou on 1h$ meiits'' wtlK tho 
laoiioology 'Yeexammafjon order " The IfifmiDology "acbra oa th& mah^ mtms as action oa tb& pateolabHity of 
flie claims of the patmt bdng re^xamioBd. Sc^ fbr example^ 37 CFR 1.935 ^dudi provides that order Ihr infer 
partes rcexamznatiQn \nU usaaUy be accoinpaofcd by lha imtial O&A action on the XDerits of Iho roescaminaticHi " 
Clearly, a reexannpatxim mdcr aad "the mf^ actiait cm the moils of iho rcdcam^atioii arc two differenl iMngs. 
See also MPEP Qiapter 700» whcrck it is mad& dear that id QcamiBatioD pioceediag^ "acdon oa the merits^ is a 
iGm of art wesnin^ an actioii Jix whidi a patQitahility d&tenmn^tioa is tnada 

^ At page 2 t&ero^ the Mardt 2L 2O05 petilioa requested relict vader a vanety of regulalionss as ^eU as relief 
pni^ant lo 35 U &C § 314(c), as docs (he preset rooe^ pstitiQiL 
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It is clear that consideration of the substance of patent owner's March 21, 20D6 petitior^ and 
granting would have^ in effect required a waiver of 35 U,S.C §§ 312(a) and 313, because a 
suspension of the '121 inkr partes reexamination proceeding would have precluded bofc a 
detenmnation of flie existence or absence of a substantial new questiDn of patentability, and the 
promulgation of a ^examination order based on ^at detennination within ttuee months of the 
filing of the request for reexamination, as required by §§ 312(a) and 313, However, a waiver of 
the statutes is an action beyord the authority of the Director, and 37 CFR 1.183 expressly 
recognizes that a requirement of the statutes may not Its waived. Therefore^ a suspension of the 
'121 inter pwrtes reexamination prior to the determination on <he request for reexaminadon 
promulgation of the reexamination ordef/ based upon any petition by the parties^ was baned. 

|IL Procedural Discussion Re: The Present Patent Owner Renewed Petition To Suspend 

In the present patent owner renewed petition, patent owner takes ftie position that because an 
Order granting inter psirfes reexamination has now been issued, the petition to susp^d is a 
proper paper- Patent owner also takes the position that the present renewed petitioiv (as well 
as patent owner's Mwch 21, 2006 petition to suspend), is proper because it is authorized by 37 
CFRtg87.5 

A, Relief Pursuant to 37 CFR 1.939 

Patent owner argues tliat ttie present patent owner petition to ^pend the 121 reexamination 
proceeding is now timely under 37 CFR 1939(b} as reexamination has already been ordered 
This position is not persuasive because, as discussed in section IL, suprOr an order for inier partes 
reexamination is not the initial Office action on the merits of ftie inter piirtes reexamination 
proceeding, "Action on the merits'' is a term of art; and as such, means an action on tiie 
patentability of dfiims. It is dearly so used rn the leexamination regulations, for example, in 37 
CFR 1.935. 6 Thus, it is drar that the filing of the present patent owner renewed petition to 
suspend is not authorized by 37 CFR l-939(b), because the "initial action on the merits " of the 
'121 inier partes reexamination proceeding has not yet been issued by the OfKce. 

B, Relief Pursuant to 37 CFR 1.987 

The patent owner's argues that 37 CFR 1.9B7 independently authorizes the filing of fte present 
petition to suspend. Tliis too is not persuasivR The plain language of ttie leguJation does not 
state or imply that it in any way authorizes the filing of a petition to suspend, particularly a 
petition that would be improper pmsuant to one or more of the legulatioais that implement the 
inter partes reexamination statuies. 37 CFR 1.9B7 is merely declaratory of the Directo/s 
discretionary authority to simspoTrte suspend an mter partes reexamination proceeding in certain 
cirornistances, ie^ when there is both: (a) litigation involving the patent which is the subject of 
the infer partes leexaminatiDn proceeding and (b) "good cause'' to sicpend, 37 CFR L9fi7 in no 
way authorizes the filing of a petition to request such a suspension. TTte right of parties in this 
arena is the filing of a Notification of Existsn^ of Prior or Concuinent Proceedings and 
Decisions pursuant to MPEP § 2686 to provide the Office with information which may, or may 
not, justify a suspension of action. 

Patent owner has not cited a regulation tliat authorizes the fiHng of a petition to suspend an 
inter partes reexamination proceeding, h fact rio regulation implementing the inter paries 
reexamination statutes auihoriises such a petitioa 



Vrf, at footnote 1. 

^ See the discussion ia fbotoote 3 
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£. Relief Pursuant to Patent Ownei^s Petition Under 37 CPR 1 182 and 1.183 

Ngte is taken that the present patsit owner renewed petition requests relief under both 37 CFR 
1.182 and 11B3. Notwithstanding that patent owner has again failed to specifically identify the 
Tegulations(s) for which a waiver under 37 CFR 1.183 is requested the presait renewed petition 
win be taken as a petition under 37 CTR 1183 to waive the provisions of 37 CTR 1939 in order 
to pennit the filing of a paper prior to the issuance of the initial Office action on the merits in the 
'121 \ti\tT partEs reexainination proceeding. Fuilherr the present renewed petition will also be 
taken as a petition under 37 CFR LlfiZ for a situation "not specifically provided for in the 
leguJaiions" to permit the filing of a petition to suspend the '121 inter partes reexamination 
proceeding. 

1 37 CFR 1.183 Waiver of 37 CFR L939 

As discussed in sections I and H (A), suprn, 37 CFR 1939(b) precludes the filing of any paper 
prior to the initial Office action on the merits of tiie '121 inter paries reexamination proceeding. 
As no iruiial OEfice action on the merits has yet teen issued, no patent owner paper may be ffled 
in the 121 inter partss reejcamination proceeding at ttus point in the proceeding. However, inter 
partes reexamination has now been ordered. ' Therefore, suspension of the '121 inter part^ 
reexamination proceeding would not require the waiver of any provision of the inier partes 
reexamination statutes; only a waiver of 37 CFR 1.939(b) would be needed to provide for an 
entry right of the petition paper requesting suspension. 

In this instance, it is detennihed to be in the interests of justice with respect to both parties to the 
121 inter paries reexamination proceeding that a decision regarding suspension of the 121 inter 
partes proceeding be made as soon as possible, given tot (1) a suspension of the proceed&igs 
would not impair compliance with the reexamination statutes^ and (2) extraordinary 
circumstances are found to exist; including the fact that this proceeding is but one of four inter 
piitte$ proceedings in which the present parties are involved, and that the present parties are 
actively involved in litigation with respect to the patients that are the subject of tf^ose four inter 
pwto reexamination proceedings. Rather than requiring patent owner and third party 
requester to re-fiie the petition and opposition therein after a first action on the merits^ it is 
appropriate to consider the question of suspension now. Further, if suspension were in fact 
warranted, it would be in the interests of justice that such suspension tak« place prior to an 
action on the patentability of the claims. Finally, there is a public inter© t and an interest to be 
considered by the court in the ongoing litigation, to ascertain, as soon as practical whether the 
121 inter partes jeexamination proceeding wall continue to conclusion, or will presently be 
suspended pending the outcome of the parallel Htigation involving the 156 patent, as well as 
such future circumstance that would demand that a suspension be lifted, if imposed 

Accordinglyf based upon the facts of record and the current drcumstances set forth, supra, the 
provisions of 37 CFR 1999 are waived to (hz extent necessary to permit filing of tiie present 
patent owner renewed petition and the requester's opposition to tine renewed petitioiv and 
corisideiation of the substance of both the petition and tiie opposition. 

Z 37 CFR 1182 Petition to Suspend the '121 Inter Partes Reexamination Proceeding 

As discussed Section 111(B), supra^ neither 37 CFR 1987 nor any regulation implementing tiie 
inter partes reexamination statutes autiioiizes the ffltng of a petition to suspend an inter partes 
reexamination proceeding- However, tf^e present patent owner renewed petition does request 

^ See Ihc "Ordv GiantiDg Inter Pmes RsexaraiDadoa" daied April 7, 2006. 
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consideration pursuant to 37 CFR 1,18^ and a proposed su^easion of an infer partes 
reexaminatiDn proceeding is a situation not specifically provided for in the regulations. For the 
reasons set forft in the second paragraph of section IIKQ(1V supra, and based upon the facts of 
record and the current dicumstances, corvsideration will be given to the substance of the present 
patent owner renewed petition to suspend the 121 inter partes reexamination proc^dingr as a 
situation not specifically provided for in the regulations. 

IV. Procedural Discussion Of The Hiird Party Requester Renewed Oppositjon 

The third perty requester renewed oppositiion ffled on May 5^ 2Q0S, lacks an entry right under 
37 CFR L 939(b) for the same reasons discussed with respect to ttie tenewed patent owner 
petition. Further, ttie regulations implementing tite inter psri^ teafaminakion statutes do not 
expressly provide for the filing of an opposition paper to a patent owner request to suspend an 
inter partes reexanunatitin proceeding- 

However, third party^ requester has submitted the inslant opposition pursuant to 37 CFR lrl82 
and ueSu For reasons analogous to those discussed above with respect to ttie patent owner's 
renewed petition^ the provisions of 37 CFR 1939 are waived to the extent necessary to permit 
the filing of the instant opposition to the present patent owmei's renewed petition prior !o the 
initial Office action on the merits in the '121 inter paries reexatninaiion proceeding. Although 
die regulations do not Specifically provide for a ihlrd party requester opposition to a patent 
owner petition to sxispend an intsr paries reexamination proceedings for reasons analogous to 
those discussed above wifli respect to the patent owne/s renewed petition, ojnsideiation will 
be given, pursuant to 37 CFR IJAl, to the requester's opposition to the patent owner's renewed 
petition. 

V, Findings And Analysis On The Merits Of Patent Owner's Renewed Petition to Suspend 

Patent Owr;er^s 5ub$taniive Position In Support Of Suspen^on tf the '121 Inier Partes 
Reexamination Proceeding 

Patent owner states that pursuant to SS US-C § 314 (c), and fee procedure discussed in MPEP § 
2686.04(111), there is good cause to suspend the '121 inter partes reexamination proceeding. 
Patent owner asserts the existence of matters to be raised in the concurrent litigation that are 
argued to affect the resolution of the '121 inter partes reexamination proceedrng or potentiHlIy 
bar the proceeding. Patent owner also raises issues in which the District Court's discovery and 
subpoena powers ate asserted to be important in deciding matters heavily depend^t upon tiie 
evidentiary showings of the parties, 

L Matters Irwolvin^ Privit/ And Assignor^stopp el " 

Patent owner states that the sole inventor of the '156 patent is Michael J. SuHivany who is now a 
Vice President of third party requester business enti^. Patent owner urg^ that 37 CFR 1.913 » 
is facially broad enough to cover both current and former patent owners and current and 
fonner privies^ to bar inter parfes reexaminatioiv Patent owner argues that ^4r. Sullivan is a 



' See Sbmmck Tccfatalt^es, Inc. k. Medico! Stehraatian, Ine and Roberl S. Laniew^y 903 F 2(i 7S9: USFQ2d 
1726 (Fed Cir. l$90\ and ompdrtAcushnet Compat^ v. Dunlop Maxfti ^x>rts Corporaiton, 2000 U.S. DisL 
LEXIS 10123, av. A No. 98-717-SLR, (D, Dd June 29. 20CKJ>. 

' Ehusuant to 37 CFR L.913j a rcque^ for infer partes r?exaa] illation can be filed by &eey poson oQier than patcat 
omier or hs privies 
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RrctmimtiBn Qmiml Was 95^000,121 -9- 

privy of a fonner patent Ofwxier ^ to v/bam ttie '156 patent was originally assigned, and that 37 
CFR 1913 should have precluded the filing of the '121 inier pctrtes reexandnation proceeding. 

Patent owner furiher alleges that as a Vice Presidejit of third parly requester, Mr. Sullivan may 
well be a privy of tfiird party requester. Patent owner argues that the third party requester 
would therefoie be barred from challenging the vaMdily of ffie '156 patent via the '121 inter 
paries leBxamination proceeding by tiie doctrine of assignor ^toppeL 

Patent owner's position is that a suspensbn of the '121 into- jmrtts reexamination proceeding is 
necessary, because these issues can only be resolved by evidence that can uniquely be obtained 
through the use of the District Courf 5 discovoy and subpoena power. 

2, Addltlottal Matters Requiring The Dfetrict Courfs Discovery And Subppena 
Power 

Patent owner also urges that the use of the Distiict Couif 5 discovery and subpoena power is 
required to permit full and fair evaluation of testing tindertaken by third paily requester that is 
relied upon by third party requester to support its allegations of patent invalidity. Patent 
owner points out lhat third parly requester relies upon an invalidity argumertt under 35 U-SC 
§ 103, that objective evidence of coiranercial success of both the patent owner and an alleged 
infringer (the third parly requester) is relevant to S 103 nonobviousness. Patent owner argues 
that access to evidence that would establish commercial success of the third party requester's 
accused products could be obtained utilizing the District Court's discovery Bnd subpoena 
powers. 

B, Established Standards Demor^trating The Existence of "Good Cause"' For Suspension 
Of Inter Partes Rgexaimnation Proceeding 

35 use 5 305 requires that all ex pitrte leexaminalion proceedings be conducted with special 
dispgtdi within the Office, It has been held ttiat^ based on the unequivocal statutory 
requirement for special dispatch, the Office may not suspend a pending ex purte reexajmination 
proceeding merely because of ttie existence of concusrrent lifagation on the patent that is the 
subject of reexamination. ^ Ethicon discusses certain fundamental concepts regarding 
concunent ex jmr!e reexamination proceedings in the Office and litigation of the patent that is 
the subject of reexamination- For example the Effncon court quoted extensively from tt\e 
decision of the court mlnrc Etter, 756 F,2d 85^ K7, 225 USPQ 1, 4, (Fed Or. 1985) (in banc) to 
point cut 

*'I>iBtonB challenging validity tn court bears iHb burden as^gnod by (33 US-C.) § 28^ tt^t thfi same party 
{Tifty T^est reexaminaKon upon Eufami&sion of ori ncl preViDU^ dted, aitd (hat if that ort laises a 
substanHal mw question Ot ppterffibaiKr, tfie FID may during reexamination conglder the same and nei^r 
and onwiwi Ed doiire in B^ht of that art fee of any presumption, cmtapis mf in eonpet On iha conttaiy, 
those concEpls are but fbrther indication that Uffg^Hm and T^trntipatiim art di^fwdpricetdbi^ wiUi disHnct 
parti£$,pirposiStjjriicedure^ and outcomes^" [EmphB^isiSth^CEnvt'&l 

The BMcon court also dted Etter in order to point out that when reexamination and litigation 
for the same patent are conducted concurrently: 

" , ^.predse dupli cation of effort dees nol occur because ^ TTO end the cdutEe employ c^femnt standards 
of proof vrhen cama'dering volMItyr and (he amrlB, unlike the FTD diving a reexamlnatian of patent 
dabns; are not limited lo review of piiar art patents or printed publiraHons," 



'° The prcscQt patent owner acqmrcd rights to (he 4 56 patml itom (he crigiDal owierj To^-Flita 
" EthlcotK fnCL, V. Qui^, W F.2d 1422, 7 USPQ2d 1 152 (Pel C2r. 198?) 
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W.,at856vat4, 

In contrast to the 55 US.C § 305 which applies only to ex parte reexaminatiaiv 35 U5.C. § 314{c) 
expressly aUows for the suspension of an itUer partes reexaminatlDn proceeding within the 
Office "for good caus^" notwithstanding ttiat inter parU& neexamination proceedings are to be 
conducted with "special dispatdi," Therefor^ the quesSon of whether a pedfcion to suspend an 
inter jmtes reexamination proceeding that is being con ducted concurrently with litigation of (he 
patent establishes "good cause" for the suspension of an inter jmtes reexamination proceeding 
presents a question that differs from the question of suspension of an ex pflrte reexamination 
proceeding. Pursuant to 35 U SC 9 314(c) and 37 CFR 1.987 that implements the statutory 
provision, the USPTO Director has authority to delenrune circumstances amounting to "good 
cause^' for suspension of an inter partes reexaminabon proceeding, and to do so on a case-tTy-^ 
case basis, 

hi inter partes reexamination proceedings control numbers 95/000/093 and 95/000,094 
(collectively referred to hereinafter as "the ImoiBrsfon-Sony inter forles reexamination 
proceedings''), the Office granted a patent owner petition to stay tf^e inter parses reexamination 
proceeding? due to the existence of concurrent Utigation of the patents that were the subject of 
the reexamination proceedings. ^ The decision suspension granting acknowledged that MPEP 
g set forth certain criteria as indicia of "good caused for suspension of an m.l$r partes 
reexamination proceedings but pointed out that fliese criteria were merely exemplary, The 
criteria relied upon by the Office in the Immersion-Sony inlerparfB$ reexaminatton proceedingp 
to support a finding of "good cause'' to suspend was upheld l>y the UJS. District Court Eastern 
District of Virgira'a, Sony Computer EntertaminEnt Aineriai InCf et al Jon W* Dudas, Civil Action 
No, 1.05CV1447 (E.D.Va. May 22, 2006), Slip Copy, 2006 WL 1472462. This criteria establishes a 
benchmark and standard which the Office can make use of to test the fads and circumstances of 
record in a given inter partes reexaminatiori proceeding in order to determine whether there is 
"good caus^ to sa^end that inter partes reexaminatuan proceeding, due to Ae existence of 
concurrent litigation of the patent being reexamined. 

la the Sony Bcenaiio; 

The patent daims for which inter partes leexanunation was requested were not identical to the 
claims befog Utigafed; there was one non-litigated patent claim (claim 1 in each instance) for 
which reexaminBtion had been requested in e^ch proceeding. The Office denied patent owner 
Immersion's first petition to suspend the inter partes reexamination proceedings^ noting that 
even if the proceedings were suspended in the Office and judgment was rendered adverse to 
requester Sony In the concurrent litigation, that would not dispose of all claims in the existing 
inter partes reexamination proceedings, leading to a piecemed reexamination^ and a delay In 
reexamination of the non-litigated claims, Tlie patent owner then disclaimed claim 1 of each 
patent; whereby identical patent claims were the subject of bpfli ftie inter partes reexamination 
proceedings and the concurrent litigation. The Office then granted patent owner Immersion's 
secord petition to suspend the inter paries reexamination proceedings. 

At the point in ttae that ihe Immeision-Sony inter partem reexamination proceeding were 
suspendei ihe proceedings were at an early stags the Office's work had been limited only to a 
finding that the requests for reexamination had raised a substantial new question of 



^ See the '093 and »094 prowedings, Decbion Graniing ?edlioas To Suspead, KovepBEr 17, 2005 
"if/. Pedsion Grantiiig Petition? To Sn^paid", November 17, 2005, ibotootcd. 
" Id , ''Decision Den^ PctitiODS", August 23, 2Q05> aipage 6, 
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patentabiHty. The concurrent littgatfon, on the otfier hand, was at an advanced slage (a) a 
District Court had issued a decision adverse to requester Sony^ holdmg the Itiigated patent 
claims to be valid, (b) an appeal of (he District Court had been ffled in the Ccnirt of Appeals for 
the Federal Orcuit f the Federal Cccuif), and (c) the matter had already been briefed. Thus, 
ih^ was a stibstanHal likelihood that suspension of Ihe reexamination proceeding? would 
serve to conserve Office of resources, since a final holding of claim validity would statutorily 
require termination of the hnmersion-Sony inter partss prosecutions with respect to all of the 
claims subject to the litigation, which was also all the claims subject to leexaminatiQn in those 
proceedings. It was not In the Office's and parties' interests to engage lesouites in 
administrative proceedings that ultimately could be mooted by the concurrent litigation which 
was soon lo be finally resolved* The substantial KkelBiood that the reexaminatiDn prosecutions 
would terminate and the proceedings be condudedr taken together with the identity of claims 
in the litigation and the inter partes reexamination proceeding, fed tiie Office to conclude that 
on balance; there was "good cause" to suspend ffte Immersion-Sony Mer p^irtes reexamination 
proceedings, to await the decision by die Federal QrcuiL^ The dedsion granting suspension 
noted that should circumstances change^ e.^., if the mattei were remanded to the District Court 
by ftie Federal Ciicuit without a holding on claim validity/ Uie third party would be free to 
petition for a resumption of the inter paries reexamination proceeding based upon the change in 
circumstances. The dedsion also noted that further inter paries proceeding? on the claims not 
before the Office and the courts could subsequenlfy be obtained by members of the public 

In the present instance: 

The facts and circumstances in the '121 inter paries reexamination proceeding differ aignificantly 
from those present in the Immersion-Sony inter porks reexamination proceeding. In contrast to 
Oie Immeision-Sony irtter paries reexamination proceedings, flie litigation involving the '156 
patent is at an early stage For example, there is a pending order dated June 2, 2005, refeTrmg 
the matter to a Magistrate Judge for the purposes of e)q?Ioring joinder of parties, setting 
September 29, 2006 as a due date for amended papery and setting a discovery conference for 
October 18, 20D&. The issue of claim construction is still pending and there are apparently a 
number of preliminary motions pending. Thus, unlike the Immeisiorv-Sony inter partes 
proceedings in which the htigatiDn had resulted in an appealable holding of daim validity, wifli 
the ^peal having been ffled and briefed to the appellate court in this instance, it is not even 
fbreseeable when the District Court's holding on the issue of validity might be would be 
Tendered, and what it might ba It certainly cannot be envisioned when the litigation involving 
the '156 patent will reach a final h olding on tite validity of the daims of the '156 patent 
including any appeal to the Federal Circuitj let alone what that holding is likely to be. 

Further, in the '121 iitter partes reexamination proceeding patent owner has not established that 
there that the litigation of the '156 patent will result in a dedsion on the validity of aO of the 
daims being currently being reexamined, ie., daims 1-11 of the '156 patent Thus, it is not even 
clear that a final holding of claim validity in the litigation would necessarily require condunon 
of ftie '121 inter paries reexamination proceeding as to all the claims subject to reexamination. 

As a final point, as to tiie difference: 

In the louxiersion-Sony inter partes proceedings Sony chose to permit the District Court litigation 
to proceed for thr^ years before Rling ib requests for reexamination or^ aftsr judgment was 
entered in Immersion's fevor in ttie Utigatioru Had Sony filed its requests for reexamination 
earlier, the reexamination proceedings could have been modi farther along in the process, and 
may likely have been completed at the Office before the district court issued its decision. Also, 
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the district court might have stayed the litigation to await the Office's decisions in tfie 
reexamination proceedings. In the present instance;, the requester has filed the '121 inter pari^ 
reexamination well befoiB the District Court litigation has advanced to condusioa and the 
Office proceedings should be available for the District Court* 

In conclusion as to tlu? issue: 

Congress spedficafly provided estoppel provisions when a "final decision" upholding the 
validity of patent claims has been reached in a civil action or in a prior infer partes 
reexamination. See 35 UAC § 3l7(b}; 35 U.S.C. § 315(c), Ihus^ if a party's d^Ilenge to the 
validity of certain patent claims has beai finaiiv resolved, eiAer through dvil h'tigation or the 
inter partes reexaznination process, then that party is barred from making a subsequent request 
for iTder partes reBxamination (or filing a new dvfl actifln) challenging the validity of those same 
claims. IcL Accordingly, while Congress desired that Ihe creation of an mfer ptzrles 
reexaminatbn option would lead to a reduction in e^tpensive patent litigatiop^ it nonetheless 
also contemplated in the statute ttiat a court validity diallenge and inter paries reexauunation of 
a patent may occur simultaneously; but once one proceeding £K\aIly ends, then the issues raised 
(or that could have been raised) with respect to the validity of a claim in that proceeding would 
have estoppel effect on U>e same issues in the other. Until that time; however, the Office is 
obligated to move forward in Ihe inter paries reexamination with "special dispatch.'' Only 
"good cause" will permit the Office from deviating from that statutory mandate. In this 
instaitc^ Che litigation is at a, preliminary stage so that it can not be determined when the 
litigation wiD reach a final holdiig on the issue of daim validity and what that dedsion is likely 
to be. Even if there should be a final holding on the issue of darni validity, the patent owner 
bas not established that there is an identity of daims in the 121 inter partes reexamination 
proceeding and those subject to the Ktigation to thereby statntorUy bar proceeding further with 
the entirety of the reeicamination proceeding. Accordingly, the patent owner has not provided 
the USPTO Director with suffident basis upon which to conclude that there is "good cause" to 
suspend the inter paries reexamination proceeding to await a final decision on claim validity in 
the litigatiorL 

C Other Patent Owne/s AMegations That Good Cause For Suj^ension Exists 

The factors alleged by patent owner to present "good cause^' for suspension of the '121 inter 
partes reexamination proceeding have been thoroughly considered. However, for die reasons 
that follow, these factors do not establish "good cause" for suspension, 

L PfTvity and Assignor Estoppel 

Patent owner argues that because Midiael J. Sullivan, the sole inventor of the '1S6 patent^ 
assigned the '156 patmt to patent owner's predecessor in interest the 121 inter partes 
reexamination proceeding was filed by a "former privy" of patent owner and is therefore 
barred under 37 CFR 1 913. The purpose of 37 CFR 1.913 is simply dedaratory of the statutory 
mandate of 35 U5.C § 311(a) that provides that any third-party requester may, at any time^ fife 
a request foi inter partes reexamination. ^ Patent owner has not established that 37 CFR 1-913, 



^ (n the Notice x)f hoposed RolemalHig eatillcd "T^lcs To InipJcisem Optional Inter Partes RcexamioatioQ 
Prooeedings"', 65 Pcd- 18154, 18167 (April 6, 2000) ii is staled that proposed rule iidndfes the l3a|uagis "an 
pciSQii Olher Cm ibe patent oyma ar its pnvies may ,~ fie a Tcqiusl icH- inter panes redazninadDQ-" The 
conimcaUfy stated that Ibe prcposod mie ^iroTidcs for any (htrd-party requester to a rctjuest for ... aa Inter 
p[uiesttcw»jmiJQa..." TtialiSi Ibe proposed nik was tlLOtt^t to simply edioiiiBflatiiU^ However, 
itie words ^'oilier than palffil owner or its privies" were deleted tom ftie ioal role because i cbiomeot to direcled 
proposed rule 1513 Iiad snggsstod Oiat the Office tiad exceeded lis aathonty xa cxcIudiDg patent owno- or ils pnvies 
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nor the statute upon which it is groimde;^ precludes flie filing of a request for inlsr pwrUs 
mexaminatiDn by a party who is a so-callBd ''former priv/' of patent owner, especially a party 
who assigaed a patent to an enti^ oliier than the present patent owner. Absent dtation of 
controlling authori^ to the contraijr by patent owner, ft would appear that the statutoiy 
language "any Ihini-party requester" is broadly drawn and would permit a party not in direct 
privity with a patent owner, i.e., a '^fonner privy" of patent owner, to file a request fox inter 
partes leexaminHtioa 

Patent owner also argues that the doctrine of assignor estoppel should have precluded the iiling 
of the '121 btkr parks reexainination proceeding, because sole Inventor Sullivan assigned the 
patent to patent owner's predecessor in interest but is now a Vice President of the third party 
requester business entity. However, reexamination is not litigation to determine the validity of 
patent dairns conducted before a court wherein the equitable doctrine of assignor estoppel is 
applicable. Rather^ reexamination Is an administrative proceeding to deteradne the 
patentability of patent daims, a determination that is not conducted under flie equitable 
considerations atiadiing to a litigation in which claim vahdiEy is determined. As discussed 
above. In re Ettsr, 756 R2d 8521, 857, 225 USPQ 1, 4> (Fed Cir, 1985) (cn bmc) makes it dear that 
litigation and reexammation are distinct proceedings with distinct parties^ purposes^ procedures 
ar^d outcomesL Steted differently, ^thou^ the application of the assignor estoppel doctrine in 
litigation is a feet intensive issue requiring the Ending of facts and ftie balancing of the equities 
by the court d reexaminatiDn proceeding is not « determination of patent validity and 
lEifringement of patot daims, It is also to be noted that a patent owner is statutorily 
authorized to fOe a reexamination request to obtain an advisory opinion as to the applicability 
of a prior patent or printed publicatron; such an advisory opmion would be prohibited in 
litigation as lacking a "case or controversy." If a patent owner can request reexamination of a 
patent d p^rty who assigned to ihe patent owner ^ould likewise be permitted to do so. 
Therefor^ absent dtation of authority holding that assignor estoppel applies to reexamination 
so as to bar a statutorily approved request for inter parU$ reexamination filed by "[AJny Ihird- 
party requester at any trme," assignor estoppel would not appear to apply g^erally to 
reexaminatioTv and specificalty to the present inter jmrfes reexaminaHon proceeding. Patent 
owner has argued that a suspension of the '121 infer pnrlEs reexamination proceeding is 
necessary because the issue of whether the present requester was barred from filing die '121 
mtBr-partiS reexairunation proceeding based on assignor estoppel can only be resolved through 



because ifte language of 35 U S C § 31 1(c) appeared to pennit a palmt owner to file a request for aa ml&rpwrfes 
reexamioation proceeding. Se^ Trn^ Rule oatitlcd *^e5 to Zinplcmeut Optnma] hAu Parte? Sccxamiaatioa 
Proceedings^', 65 Fd Reg, 76756| 76764 (DwRober 7, However, Public Uw 107-273, sectioa 12101, 116 
Stat 1901 amended 35 U S^C § 31 l{c) dadiytlia; only the fliiid pirty requester, and not 9 palcat owner» may file a 
request fi>r int^r paries rcexaminatiQiL Thseafier, the language "otiier (ban pattnt owner or its privies" was added 
Id 37 CFR 1-913 ^ Final Rule entiflcd "Qinnges to hnploicsl Ihe 2002 Inter Panes Rescamiiiation and Olha 
Teclmical amcadmenls to Ihe Patent SUtnte^, 6B Fed, Reg 70996. 7099D (DBCEmbcf 22, 2003) 
'* Compore Shamrvck TecfmQia^e^ Inc v Medtail StRriUzatiM, Ittc and Robert S Luniew^, 903 VM 789, 14 
USPQ2d 1728 (Fcdv Ck^ 1990) holdmg That hcc&tise invoitar Luniewski yAsa had assigned his patml to Sbamrook 
was now a Vipq President of MSI was ia pnvity with MSI, that MSI was barred &am asscrtiDg pkcot iofvaSidity and 
onenibrceability as defenss to patent Eafiiagesaeat w^h Acasfmei Qm^my u Dtmkp Marfli SpQrIs CorpomizQn, 
av. A Na 9S^7I7-SlA 20OO US D!st. lEXIS !0!23 (D. Dd June 19, 2000) dbttiDgufshing ShatnrtickhiAdm^ that 
^w/!mro an inveator bad assigned a palcot to plaintiff and tbeo became a ^co Ftcsidcnt of defondaal accosGd in^ger 
{be facts and e^tdties did no! efitabli^ that the invfinlor ve5 in privity with the Mmdant md thst the defence of 
oaicni [nvalldity was, Iherefbrc;, avaAlahle to defeodant 

"SceaIsoJc7)»rec^o/p£^e5;Zr7v v. Harry F ManbschM 959 ^2^226, 223 (Pc±<:k, 1 992) TryiDgloeqnjtc its 
appeal of the recKaminalioa dedaoii to aa action analogons to a 'snil ai common hw,' Jay argoes that the 
reoamiDabOtt proceeding should be comdmed as most lite a dedaratoryjud^m action wiiere Iho PTO is sceldng 
a ddcnnhtstioii Ibat Jo/s p&toii is invaUd. It admiu^ bowercr, (bat (he PTO conld DOl being SRdi a ml HioSi 
there IS no bastg toTerkffMtmzBihD statutory procedure cslaihlfebed by Congress m diere&KanunatiQn stahite^" 
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evidence obtained through the xise of the District Cburfs discovery and subpoena power to 
ascertain whether an assignor filed the present request However, since patent owner has not 
established that the doctrine of assignor estoppel applies In the adzninlsirativie reexamination of 
a patent patent owner's aigumenthas not been shown to establish "good cause" for suspension 
of the '121 inier partes reexamination proceeding. 

2. Additional Matters ReQuirins _The_Pi5hrict Courfs Discovery and Subpoena 
Power 

Patent owner argues that in addition to the issues of assignor estoppel and privity, the District 
Court's discovery and subpoena power is necessary for patent owner to secure objective 
evidence of conunerdal success of third party requester's inMnging producte. Fetent owner 
ako argues that patent owner will be able to question tests conducted by third party requester 
in support of third party requeste/s arguments of paten t invalidity, and that patent owner will 
be able to obtain the infonination necessary to question these teste only through the District 
Court's discovery and subpoena powers. Thus, patent owner reasons that "good cause^' exists 
warranting suspension of the '121 inter partes reewimination proceedings, 

These ai^guments are unpereuasive for a number of reasons, Fiisf> the provisions of 37 CPR 
L132 apply to the 121 inter parUs reexamination proceeding as it does to all inter partes 
reexwninetiart proceedings. Patent owner will in fact have an opportunity^ in the '121 infer 
-parteB reexamination proceedings to submit objective test evidence in support of 
nonobvioueness to the same extent that third party requester may submit oljective test evidence 
tending to show nonobvjousness. AlsO; the parties can submit evidence rebutting each other's 
37 CFR L132 Rowings. Further, patent owner has submitted no showing that sales of the 
accused infringer's products are secret data not available publidy, thereby enabling patent 
owner to secure this data by commissionJng research of the matter, without the necessi^ of ihe 
District Court's subpoena and discovery. Speculatrve allegations that patent owner might 
require the District Courts subpoena and discovery power in aid of a position taken in 
litigation does not establish "good caused' for suspension of the 121 inter partes reexamination 
proceeding. 

Of greater import^ however, is that patent owner's posilioiv if taken to its logical conclusion, 
would undercut the ability of a third party requester (anct for that matter, a patent owner) to 
obtain any final result in an infer paries reexamination proceeding. Thus, the purpose of the 
inter partes reexamination statutes would be frustrated. For if a party engaged in patent 
Infringement/ validity litigation could demonstrate "good cause*" for a suspension of an infer 
paries reexamination proceeding merely by invoking the existence of a district court's subpoena 
and discovery power and coupling that invocab'on with allegatiops that &e party might need to 
employ that power in the course of litigatiDn, then any infer partes reexamination proceeding for 
a patent involved in litigation could be leadily stayed. It is presumed that if Congress had 
desired this. Congress would have expressly so stated in the reecamination statutes* However, 
Congress instead enacted 35 U.S.C § 314 (c) and the "good caus^' standard, a far more flexible 
and fact specific test allowing flie USPTO Diiector to determine on a case-fay-case basis whether 
to stay a pending inter partes reexamination proceeding* 
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CONCLUSION 

1. The pa lent owner renewed petition fBed April 2S, 2006/ is granted with respect to the relief 
requested puisuant to 37 CFR L183y to fl\e extent that the substance of patent owner's 
petition to suspend ftie 121 inter parks reexamination proceeding has been considered 
under 37 CFR 11B2. 

2. The substance of the tfiird party tequfister opposition 5Ied on May 5, 2006^ has been ^ 
coj^sidered puisuant to 37 CFR 1. 183, 

3. The patent owner's petition under 37 CFR 1.182 to suspend the '121 inter partes 
reexamination is denied , 

4. This dedsioR 13 a final agency actioji within the mearnqg of 5 U S C. § 704. 

5. Telephone inquiries related to the present decision should be directed to the Stephen 
Marcus Legal Advisor, at S71-272-7743, or, in his absence, to the undersigned at 571-272- 
7710, 



RECEIVED 

CENTRAL FAX CENTER 

DEC 2 1 2010 

-15- 



'KennediKlSchor 
Senior Legal Advisor 
Office of Patent Legal Administration 



Q\Kjva\BCenpet6\IP\IP 123_POjjuspend-re-lit^^rder+before-lstOAdoc 
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Exhibit 004 

Decision Denying Petition For 
Reconsideration And Returning 
Improper Paper 
MaUed: September 7, 2006 



THIRD PARTY REQUESTER'S OPPOSITION 
TO PATENT OWNER'S REQUEST FOR 
RESCHEDULING OF HEARING 

Control No. 95/000,121 
Appeal No. 201 1-001,248 
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In re Callaway Golf Company 

Inter Partes Reexamination Proceeding 
Control No.: 95/000,121 
Filed: January 17, 2006 
For: U.S. Patent No. 6^03,156 



DECISION DENYING 
PETITION FOR 
RECONSIDERATION 
AND RETURNING 
IMPROPER PAPER 



This is a decision on ttie June 16, 2006 patent owner pedtion entitled "PmiuON TO THE 
DIRECrOR FOR RECONSIDERATION" under 37 CFR LlBl(a)(3), On June 28, 2006, the third 
party requester filed an opposition to the present petition entitled "ACUSHNETS 
OPPOSITION TO CALLOWAY'S PETITION TO DIRECTOR FOR RECONSTDERATION." 

Hie patent owner petitioiv the third party requester opposition and the present record are 
before the Office of Patent Legal Administration for consideration. 

For the reasons set forth belowy the patent owner petition under 37 CFR 1.181 is (a) granted to 
the extent that the prior decision has been fully reconsidered, and (b) denied as to the 
underlymg request to vacate the order for xeexamination (i.e., the underlying relief requested). 

This decision also addresses the patent owner paper filed on July 21, 2006 styled "REPLY IN 
SUPPORT OF PFirnON FOR RECONSIDERATION OF DECISION ON PETTnON TO 
VACATE ORDER GRANTING REEXAMINATION'' as an improper paper. 

FEES 

A petition to vacate reexamination on the grounds that the order granting reexamination 
constitutes an ultra vires action on the part of the Office is considered pursuant to 37 CFR 1.181. 
Accordingly, no fee is due for the patent owner petition for reconsideration or for the third party 
requester opposition to the petition for reconsideration. 
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REVIEW OF S AUENT FACTS 

1. VS. Patent No. 6^03.156 (the 156 patent) issued to Michael J. SulHvan on Januaxy 17, 2003, 
and is currently assigned to Callaway Golf Company, 

2. A request for inter partes reexamination of the '156 patmt Tvas filed by a third party 
requester, Acushnet Compsiny (hereinafter "Acushnet"), on January 17, 2006. The request 
was assigned Control No. 95/000,121 (the '121 inter partes reexamination proceeding). 

3. On February % 2006, the patent owner filed suit against requester Acushnet in the United 
States District court for the District of Delaware. Callawm/ Golf Company v Acushnet 
Compamf, CA. No. 06-91 (SLR) (February 9. 2006). 



4- On February 15, 2006, the third party requester filed a paper purporting to withdraw a 
paper requesting suspension of the '121 inter partes reexamination proceeding stated bo 
have been filed by third party requestor on January 23, 2006, 

5. On Maixrh 29, 2006, the Office recognized the February 15, 2006 paper^ and accepted the 
withdrawal of the January 23, 2006 paper, noting that, had ftte January 23, 2006 paper been 
before the Office, the Office would have taken diat paper as a petition for suspension of 
action without rendering a decision on the petition. 

6- On March 21, 2006, the patent owner then filed a petition/ requesting that the '121 inter 
partes reexamination proceeding be suspended. 

7. On March 24, 2006, the third party requester filed an opposition to the March 21, 2D06 
patent owner petition to suspend reex^imination- 

8. On M$ich 31, 2006, the Office issued a decision holding that the March 21, 2006 petition 
and the March 24^ 2006 opposition papers would be discarded as being improper papers 
because they had been filed prior to reexamination being ordered. 

9. Reexamination was ordered for the '121 inter partes reexamination proceeding on April 7, 
2006- 



10- On April 13, 2006 the patent owner filed a petition under 37 CFR 1.181 to vacate the 
reexamination order as ultra vires (which would in-e£fect vacate the proceeding). 

11, On April 27, 2006 the third party requester filed, pursuant to MPEP 2646 (I), an opposition 
to the April 13, 2006 patent owner petition to vacate. 

12- On April 28, 2006, patent owner filed a renewed petition to suspend the '121 inter partes 
reexamination proceeding. 

13- On May 5, 2006 third party requester filed an opposition to the April 28, 2006 renewed 
patent owner petition to suspend reexamination- 

14. On June 7, 2006, the Office dismissed patent owner's April 13, 2006 petition to vacate the '121 
inter partes order for reexaminatiDr\. 
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15. On July 19, 2006^ the Office denied patent owner's April 28, 2006 renewed petition to 
suspend the '121 ini£r partes reexamination proceeding. 

16. On June 16. 2006, patent owner filed a petition for reconsideration of the June 7, 2006 
decision dismissing the patent owner petition to vacate the '121 inter partes order for 
reexamination. 

17. On June 28> 2006, third party requester filed an opposition to the June 16, 2006 patent 
owner petition for reconsideration, 

18. On July 21, 2006, patent owner filed a reply to dte Jtme 28, 2006 third party requestier 
Opposition. 



RELEVANT STATUTES, REGULATIONS AND PROCEDURE 
35 U.S.C § 311(a) provides: 

"IN GENERAL. — Any third-party r«quGflter at any time may file a request for inter partes reexamination 

hy the Office of a patent cm the ba^Ls of any prior Ait cited under di6 prQvi53Qn$ of section 301." [Emphasis 

5upplied.] 

35 U,S,C § 312(a) provides in pertinent part: 

"Not later than 3 months after the filing of a i«c[ue5t fo*" inter partes reexaminatiort under section 311, the 
Director shaU detefmine whether a substantial new question of patentability affecting any claim of the 
patent concerned is raised by the request^ with or without considerabon of other patents or printed 
publications. ..." [Emphasis supplied.] 

35 U.S.C. § 313 provides: 

*lf, in a detennination made under section 312(a), the Director finds that a substantial new question of 
patentability affecting a claim of a patent is raised^ the determiration shall ir elude an order for inter paTt£$ 
reexamination of the patent for resolution of the question. The order may be accompanied by the initial 
acdon of the Patent and Ti^demarlc Office on the merits of the mter partes reexaminabon conducted in 
accordance with section 314." [Emphasis supplied J 

35 US.C 314(c) provides: 

c) SPEOAL DISPATCH - Unless otherwise provided by the Director for good cause^. all mkr paries 
reexarnination proceedings under this section ... shall be conducted with special dispatd) within the 
Office. ^ 

35 U.S.C. §3l5(b) provides: . ^ 

"CIVIL ACTION.— A third-party requester whose request for an inter partes reexamination results in an 
order under section 313 is estopped from asserting at a later time, in any civil action arising in whole or in 
part under section 1336 of title 28, the invalidity of any claim finally determined to be valid and patentable 
on any g;round which the ti\ird-party requester raised or could have raised during the inter partes 
rY>examination proceedings. This subsection does not prevent the assertion of Invalidity based on newly 
discovered prior art unavailable to the third-party requester and the Patent and Trademark Office at the 
time of the inter partes reexamination proceedings." 
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35 U5.C§ 317 provides: 

"a) ORDER FOR REEXAMINATIONf,- Notwithstanding any provision csf this chapter, once an order for 
i7i*er partes reexaminaHon of a patent has been issued under section 313, neither the third-party requester 
nor its privies may file a subsequent reqwcsi for inter partes reexamination of the patent until an m£er partes 
r^xamination certificate is issued and published under section 316^ unless authorized by the Director. 

(b) FINAL DEClSiON.- Onoe a fhial decision has been entered e^inst a party in a civil action arising in 
whole or in part under section 133S of tide 28, that the patty has not sustained its burden of proving the 
invalidity of any patent claim in suit d*en neither that party nor its privies may thereafter request an 
inter partes reexamination of any such patent claim on the basis of issues which that party or its privies 
raised or could have raised in such civil action., and an mter partes reexamination requested by that parly 
or its privies on the basis of such issues may not thereafter be maintained by the Office, notwithstanding 
any other provision of this chapter. This sabsection does not prevent the assertion of invalidity based on 
newly discovered prior art unavailable to the third-parly requester and ftxe Patent and Trademark Office 
at liie time of the inter partes reexi^niinatian proceedings." 

37 CFR 1,907 provides in pertment part 

" (b) Once a fir\al decision has been entered against a party in a civil action arising in whole or in part 
under 28 U5.C 1338 that ihc party has not sustained its burden of proving invalidity of any patent claim- 
in-suil, then neithef that party nor its privies may (hereafter request infer partes reexamination of any such 
patent claim on lihe basis of issues wldch that party, or its privies, raised or could have raised in such civil 
action^ and an inter partes iro^amination requested by that party^ or its privies, on fre basis of such issues 
may not thereafter be maintained by the Office. 

(c) Lf a final decision in an inter partes reexamination proceeding instituted by a third party requester is 
favorable to patentability of any originaL proposed amended, or new daims of the patent then neither 
^t party nor its privies may ther^fter request inter partes reexamination of any such patent claims on 
the basis of issues which that party , or its privies, raised or could have raised in Such inter partes 
reexamination proceeding. " 

MPEP § 2646 (I) provides in pertinent part: 

"A petition under 37 CFR 1.181 may,., be filed to vacate an ultra wVps reexamination order^ such as where 
the order for leexamination is not based on prior art patents and printed pubHcations. In cases where no 
discrebon to grant a request for reexaminadon exists, a petition to vacate lite decision to grant; or a request 
for reconsideration^ will be entertained. "Appropriate circumstances" under 37 CFR 1.181(a)(3) exist to 
vacate the order granting reexamination where> for example: 

(A) the reexamination order is not based on prior art palate or printed publications; 

(B) reexamination is prohibited under 37 GFR 1.907; 

(Q all claims of the patent were held to be invalid by a 0nal decision of a Federal Court after all 
appeals; 

(D) reexainination was ordered for the wrong patent; 

(£) reexaminadon was ordered based on a duplicate copy of the request; or 

(F) the reexamination order was based wholly on the same question of patentability raised by the 

prior art previously considered in an earlier concluded examination of the patent by the Office (e.g^ 

the application which matured into the patent; a prior reexamination, an inierfenaice proceeding) 

The filing of a ^ CFR. 1.181 petition to vacate an ultra vires reexamination order is limited to a sing;le 
submissiOA* even if an opposition thereto is filed by a third party requester.^ [Emphasis supplied.] 
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DECISION 

L Disposition Of The Patent Owner Opposition To Third Party Requester's Opposition To 
Patent Qwner's Petition For Reconsideration 

Neither the inter partes reexamination statutes nor the regulations implementing those statutes 
provide for the filing of a patent owner petition for vacatur of an order granting a request for 
inter partes reexamination. A patent owner petition for vacatur of axi order granting a request 
for inter partes reexamination on the grounds that Ihe grant of the order constituted an ultra vires 
action on the part of the Office is entertained pursuant to 37 CFR 1-181 in accordance with the 
practice set forth in MPEP § 2646(1). MFEP § 2646(1) concludes by stating diat "[tlhe filix^g of a 
37 CFR 1.181 petition to vacate an ultra vim reexamination order is limited to a single 
submission^ even if an opposition thereto is filed by a third party requester/' 

Consequentiy, the "REPLY IN SUPPORT OF PEXmON FOR RECONSIDERATION OF 
DECISION ON PEHnON TO VACATE ORDER GRANTING REEXAMZNAnON/' filed by 
patent owner on July 21, 2006, is an improper paper that lacks an entry right in the present inter 
paries reexamination proceeding. therefore tiie paper (apparentiy filed by facsimile 
transmission as a single paper directed to four inter partes reexamination proceeding) is being 
returned to patent owner as an attachment to the decision in the ' 120 inter partes reexatrtination 
proceeding. If any additional copies directed to concuxrent inter partes reexaminations, that is, 
the instant proceeding 95/000,121, or of 95/000.122 and 95/000,123, have been filed and are 
subsequendy matched with the proceedings, such additional copies will be discarded rather 
than returned to patent owner, 

fli Patent Owne/s Position In Support of Vacatur 

In the April 13, 2006 petition to vacate the reexamination order as being ultra vires, patent owner 
argued that the order granting reexamination is an ultra virts action on the part of the Office 
because the third party requester, Acushnet, lacked standing to file the inter partes request 
Patent owner based this argument on allegations Aat: 

(1) Patent owner's predecessor in interest and the present third party requester Acushnet 
entered into a Setdement Agreement on November 10, 1990, for a term of ten years; 

(2) The same parties executed a Settlement Agreement in 1996 that superseded the 1990 
agreement, and the 1996 Settiement agreement provides, inter alia, that the exclusive forum 
for the dried present party requester to resolve patent validity issues with the patent owner 
is the United States District Court for the District of Delaware; and 

(3) The same (present) parties participated in the dispute resolution process pursuant to the 
1996 Settiement Agreement; but while the mediation process was imderway^ Acushnet 
requester filed a request for the present inter partes reexamination proceeding. ^ 

It was apparently patent owner's position that by filing the present request for inter partes 
reexamination, requester Acushnet violated the aforementioned Settlement Agreement, and 



' See patent owner's Petition, pages 2-3. 
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that Acushi>et flierefore does not have standixig to have filed and to now maintain the present 
request for inter partes reexaminatiorL * 

hi the present petition for reconsideration, patent owner argues that 

(1) The Office has the authority and duty to apply the 1996 Setdement Agreement to this case, 
and that enforcing the 1996 Settlement Agreement would not violate public policy; 

(2) The exemplary language in the MPEP § 2646 does not limit the cironnstances where the 
Office can vacate reexamination orders; 

(3) Vacating the reexamination would not leave an urtresolved substantial new question of 
patentability; and 

(4) The Office's reliance on the decision in Heinl Godid, 143 F. Supp 2d 593 (District Court, R 
D. VA), is inapposite to this case, because HeM dealt with an entirely unrelated issue, and 
did not involve a settlement agreement 

in Analysis and Findings 

A. The Settlement Agreement Between Patent Owner and The Present Requester Does 
Not Preclude the Present Infer Partes Reexa TninatroTi Proceeding: 

Patent owner argues that a trademark cancellation proceeding is analogous to a leexamination 
pnaceeding, and seek to apply the decisions in SeWa & Sons v. Nina Footwear, Inc., 705 F,2d 1316 
(Fed. Or. 1983) and Danskin, Inc. v. Dan River, Inc., 498 F^d 1386 (CCPA 1974) to assert that tiie 
Office erred in refusing to consider the settlement agreement between the present patent owner 
and requester in determining whether to proceed with the present reexamination proceeding. 
With respect to the Selva & Sons deosion, patent owner opines that because the statute ^^ 
goverrung trademark cancellation proceedings (that are inter partes in nature) states that "any 
person" is able to file a petition to cancel a registiatioiv Selva & Sons is indistinguishable from 
the facts ih the present reexamination proceeding. Patent owner also argues that in Flex-Foot, 
Inc V. CRP, Inc, 238 F.3d 1362 (Fed. jCir. 2001) the Federal Circuit upheld a clause in a settlement 
agreement prohibiting a party fro& challenging the validity of a patent when that party had 
agreed to a dismissal, with prerudicer of a prior actiorv, after entering into a settlement that 
included a promise to not challenge the validity of that patent. 

However, the decisions in the Selva & Sons and Danskin, Inc. cases do not appear to be on point 
as to the question of whether a party to a settlement agreement is barred from requesting 
reexamination of a United States patent under 35 U5.C. § 302 cf . seq.. Selvo & Sons was an 
appeal from a decision of the Trademark Trial and Appeal Board in an inter partes trademark 
opposition proceeding. In Selvo & Sons , the courf s decision was not groiuided on the "any 



^Id.y at pages 4-6 

^ 15 U.S.C. § 1064, which states in pertinent part 

"A petition to cancel a tegistratioa of a mark, stating the grounds relied upon, may, upon payment of the prescribed 
fee, be filed as follows by any person v/ho believes that he is or will be damaged, ij]tchiding as a result of dHution 
under sectjon 1125 (c) of this title, by the registration of a mark on die principal register established by this chapter, 
or under the Act of March 3, 1881, or the Act of February 20, 1905:..." [Emphasis added] 
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parl/' language of 15 U.S.C. § 1064. Rather, the court noted the existence of 15 U,S.C § 1069, 
which states: 

"Id all infer partes proceedings equitable principles of laches, estoppel and acquicscertce, where appUcabJe, 
may be considered and applied." I± at 1324 

There is no ai\aIogue in the reexamination statutes to 15 US.C- § 1069, a statute that broadly 
applies the equitahle principles of laches, estoppel and acquiescertce to inier partes trademark 
proceedings in the Office. Rather, the inter partes reexamination statute indudes Kmited 
estnppel provisions that raise specific estoppels based upon the existence of a fmal 
nonappealable) court holding of patent daim validity * or the existence of an order granting 
reexaxnination. * If Congress had intended to make the broad equitable principles set forth in 15 
U-S.C. § 1069 applicable to inter partes reexamination proceedings, then Congress would have so 
stated. 6 With respect to the DansJdn, Inc. case (an appeal from a decision of the Trademark Trial 
and Appeal Board in an inter partes trademark opposition proceeding)^ it is noted that the 
language of '15 US.C. § 1069 would also apply, so that application of the broad equitable 
principles listed in the statute would have been mandated- 

III the Flex-Foot decision, the court did not address the issue of whether the Office would he barred 
from conducting a reexammation proceeding filed by that party , The court' s decision merely upheld 
thai a clause in the settlement agreement would prohibit a party to the settlement agreement 
from challenging the validity of a patent (and accordingly, the opposing party would have 
remedies against the party that violated the agreement). The opinion in Flex-Foot does not 
discuss the affect of a reexamination filing by a party in violation of such a settlement 
agreement, as to whether the reexamination should continue- Ftex-Foot does not require or 
suggest that an order granting a reexamination proceeding, based on such a filing, would be 
ultra vires due to the existence of a settlement agreement between a patent owner and third 
party requester. And, based on the discussion below, there is no reason to believe that an order 
granting a reexamination proceeding based on such a filing would be ultra vires action on the 
part of 5ie Office, 

B. Reexamination Case Law Does Not Support Vacatur Of The Present Reexamination 
Froceedin p: 

The settlement agreement asserted by patent owner in the '121 reexamination proceeding does 
not explicitly address leexamination of a patent Even if it did, relevant court precedent clearly 
demonstrates that - because the Office was not, and is not, a party to the settlement agreement, 
the Office was not, and is not, bound by the settlement agreement 

Jay h4anujacturing Co. v National Mine Service Co, 810 F,2d 1127 (Fed. Or. 1987) addressed the 
question of the effect, if any, that the existence of a settlement agreem^ent between parties to an 
infringement/ validity patent litigation had with respect to a request for ex parte reexamination 
subsequently filed by a party to that settlement agreement Accused in£rir\ger Nation^ had 
entered into an agreement in settiement of an action brou^t against it for infringing a patent. 



'See 35 U.S-C § 317(b). 

* See 35 U.S.C§ 317(a). 

* In light of the cases cited below in support of the Office's position vis-i-vis the effeci of ihe settlement agreemeni 
in the present rcexaminatiDn proceeding, it is also to be noted that with respect to ex parte reexaminatioiv Copgress 
has not mandated any estoppel with respect to ihe ability of "any person" to file a request for reexamination at "any 
time." 



PAGE 49/71 * RCVD AT 12/21/2010 7:21:35 PM [Eastern Standard fime] * SVR:USPT0-EFXRF-5i1 * ONIS:27383flO ' CSID:202 383 6610* DURATION (mm-ss):1M0 



DEC. 21.2010 ?:26PM 



NO. 2184 P. 50/71 



Reexamination Control A/o- 95/000,121 -S- 

National agreed that it would not file any suit in any court challenging the validity of the 
patent Thereafter, National filed a request for reexamination of the patent, »d the patent 
owner requested an injunction preventing the third party requester from going forward in the 
reexamination proceeding. The District Court ruled against die patent owner, noting that the 
settJement agreement by its literal terms did not proscribe the conduct of which the patent 
owner complained . The Federal Circuit agreed, holding that: 

* ... tiie district court correctly refused to equate "a request for admirustrative neiexaininfltion , . , with 
filing a suit in a United Stales Court" Its reliance on Etter a3 support for this legal oondusion was entirely 
appropriate. The Etter decision miried on the precise issue her^ namely, that reeicaminaiion and dvil 
litigation were dlstincdy different proceedings. As stated ther^: 

The intent that reexa»iination proceedings Bj\d court actions invoking challenges to validity be 

distinct and independent is reflected in the legislative history of § 305 756 F,2d at 857, 225 USPQ of 

4. The result in Etter is inseparable from the above-quoted premise. [Footnote oix^tted.] 

"In this connection, we also note that fche principal relief which Joy seeks — namely, stopping the 
reei^amination of its patent — is not etvatlable In these proceedings. Accord Manual of Patent Examining 
Procedure § 2210 (5th ed. 1983); Houston Atlas, Ina v, Del Mar Scientific, Inc, 217 U5.P-Q. (BNA) 1032, 1034 
(NI>. Tex. 19^2), a£Pd, 703 F^d 555 pth Cir. 1983). The decision by the Commissioner to institute 
reexamination is not subject to revieiv, Etter, 736 F.2d at 857, 225 USPQ at 4* and the injunction sought 
against National would have no effect on reexamination since NafcionaL as the Tiequeslor, has no future 
role to play in that ex pttrte proceeding. " 

In the present reexamination proceedings patent owner has not established that Acushnefs 
request for reexamination violates the literal terms of the 1996 settlement agreement involved 
here. The settlement agreement does not facially preclude "administrative proceedings" of any 
sort including reexamination wiihin die Office. Further, as was noted in the previous decision 
dismissing the petitioiv the settlement agreement was entered into in 1996; prior to the 
enactment in 1999 of flte statute authorizing inter partes reexamination. Thus, it is luUikely that 
the settlement agreement reflects an agreement between tfie parties thereto to forego 
administrative relief in the form of a request for infer partes reexamination (such inter partem 
proceeding made available after the settlement agreement), and at best could only be asserted 
to inferentially contemplate that the parties to the settlement agreement would not seek ex parte 
reexamination (where there is no right to coxnment on patent owner responses and appeal). Joy 
Mmufacturing, and the other cases relied on by the Office, infra, aU involve ex parte examination 
proceedings. Moreover, even presuming that the settlement agreement between the patent 
owner and third party requester could be construed to be an agreement precluding the filing of 
a reqtteat for ex parte reexamination, the courts have uniformly held that such agreement is 
without binding effect on the Office and would not bar the Office from granting and conducting 
an ex parte reexamination proceeding, as will now be discussed. 

In Houston Atlas, Inc. et d v, Del Mar Scientific, Inc, et at, 217 USPQ 103^, 1037 (N.D. Tex. 1982), 
the district cotirt considered the situation in which two parties had executed and had entered a 
consent judgment stating that a particular patent was valid. The consent judgment was entered 
prior to the enactment of the ex parte reexamination statutes. The cotirt expressly addressed the 
subsequent effect the consent judgment would have on reexamination in the Office, if any. The 
court stated that private parties cannot bind the Office, or the public it represents, with respect 
to the validity of a patent by merely executing the consent judgment and having it entered- 
The court noted that 

"... tfie Patent OfHce was not a party to tiie original pToceedi]:\g and, as discussed in section IV above, the 
consent judgment is not binding on tf^e Patent Office Of the public which it represents. Simply stated, two 
private parties cannot bind the Patent Office with reepect to the validity of a patent by merely 
executing and having entered^ a consent judgment stating that the patent id valid, the consent 
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judgment is not judicata on the Patent Office 39 there ifi no evidence that the Patent Office ifi privity 
with Defendants. See Vulain, In£L o. F^yrdses Corp^ 6SB F2d 110€r 1209-10, 2U U5PQ B52, 854rB55 (m dr. 
19&1) (party not in privity to executory of consent judgment is not bound by the judgment). Given that the 
consent judgment is not enfoireable against the Patent Office as tc$ fn^aita, Court must detennine 
whether the Patent Office, by its conduct of the reexamination proceedings and issuance of the order of 
reexamination is "in a position to frustrate the implementation of [die consent judgmenij or the proper 
administmtion of fustice," The clear answer to this question is in the negative. Section 303 of the Act 
expressly authorizes the Patent OIBce to conduct reexamination proceedings on their own initiative 
without a formal request for reexamination. If the reexamination proceedings in question had been 
instituted by the Commissioner as a consequence of a citation of prior art frgm a person other than 
Canterbuiy, or if a petson other than Canterbury had requested reexamination of patent 3AH,799r this 
Court would be without power to enjoin the proceedings for the simple reason lhat the consent judgment 
is binding only as to Plaintiffs ajid Defendants. In short, PlaintiCfs' compliant lies not with the 
institub'on of the reexamination process, but instead with who requested it* For this Keason^ the Court is 
constrained to conclude that it has no jurisdiction under the AU Writs Act to grant the Plaintiffs any relief 
against the Patent Office. [Emphasis added] 

# 

Thus, even though the district court found one of the defendants in Houston Atlas to be in 
contempt of the consent judgment because that defendant had filed a request for teexamijoaHon, 
the district court noted that the Office was expressly authorized by statute to conduct 
reexamination. The court concluded that a consent judgxoent to which the Office was not a 
party could not bind the Office so as to preclude reexamination, even where such reexamination 
was requested by a party bound by the consent judgment If such is true with respect to a 
consent judgment, it follows that a settlement agreement between two private parties to which 
the Office is not a party also does not bind the Office so as to preclude the Office froxn. carrying 
out its statutory mandate to reexamine a qualifying patent once a substantial hew question of 
patentability for that patent has been determined to exist for that patent Therefore, even if one 
assumes that third party requester in the '121 reexamination proceeding is in violation of the 
settlement agreement with patent owner such that third party requester might be subject to 
sanctions by a court of competent jurisdiction for having filed the present request for infer partE^ 
reexamination, the settLemefit agreement would still not be binding on the Office so as to 
preclude the Office from conducting inter partes reexamination as requested, because the Office 
is not a party to that agreement 

Indeed, the courts have held ttiat a final judgment against a party found to have infringed a 
patent does not prohibit that party from seeking ex parte reexamination of the. involved patent 
In Kucala Enterprises, Ltd. V. Auto Wax Co,, Inc, 2004 U.S. Dist LEXIS 5723 (N,D. Ill, 2QQi), the 
accused infiringer (Kucala) contended that there was no t>asis in law or fact, by which the 
judgment could preclude Kucala from filing a request for ex parte reexamination, relying on the 
language of 35 U,S,C § 302 that permits "any person at any time" to request reexamination of a 
patent The court pointed out that it could not bar third party Kucala from seeking 
reexamination, even under the circumstances of that case, where the third party was found 
guilty of misconduct such that the court jfbund the patents asserted against the third party to be 
not invalid. The Kucala Enterprises, Ltd. opinion states: 

..the issue here, whether a court can sanction a party hy enjoining it from seeking reexamination. At the 
same time, the cases on which Auto Wax relies faU to address a sanction prohibiting reexaminafion. 
[Citations omitted]. 

"The court is persuaded, in light of the parties' ailments and the court's purposes in the October 
decision, that the judgment should not bar Kucala from seeking reexamination. The sancbon of dismissal 
conveys to Kucala, ''Because of your misconduci; you iose on the daixnS you filed in lliis court" In Other 
words, the court finds the patents in suit not invalid. Under the lessans of Ethicon^ this means only that 
the presumption of validity sunrives, not that the patents are valid. Although principles of claim 
preclusion would bar an adjudged iniringer from filipg cht defending a futiire lawsuit relating to 
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these p^ent9/ it woul4 not bar the infringer from seeking reexaminatiDii. Therefure, the court will not 
enjoin Kucala from seeking reexamination of Auto Wax's patenls." Id, at page 13 of the Court's decision.'' 

[Emphasis added] 

In McNea-PPQ Inc. v. The ProctBr & Gamble Co., 19 USPQ24 16S3 (U.S. District Court District of 
Colorado 1991), Procter & Gamble sought leave from the court to file a request for reexamination 
in the Office of a patent in dispute. The court held that Procter & Gamble did not need 
permission from the court to file a request for reexamination/ and that there does not appear to 
be any Hmit on a party's right to request reexamination, but for complying with the 
requirements of 35 U5.C- § 30^, directed to ex parte reexaminatiorL Furthermore, the court 
observed: 

V 

"Firet unfair or not McNeil-PPC point* to no authority that would authome me to prevent or linut F & 
G's request to the PTO hr reexamination of Bradslreet 90? and its participation in that proceeding to the 
extent allow^ by title 35. McNezl-PPOfl only argument is that because P & G asked for leave to Hh the 
Inquest, it concedes flwt it is required to do so. I disagree. It may that P & G was under the erroneous 
assumption that I had some statutory Or common law prerogative to intervene in this PTO reexamination 
request. McNeil'PPC does not offer, however^ any rationale why any such misinterpretation bestows 
unto me power ovcr the PTO where the power is otherwise absent. Furthermore, at oral argument P & 
G took the position that the motion was filed as a courtesy notice and does not constitute any waiver. 

"Second^ Congress authorizes challengers to take "two bites of the apple*" A xiQitpatent holder is 
permitted to both chaUenge a patent in the FTO and in the district court. See in re Etter^ 756 F-2d 852, 857, 
225 U.S.P,Q, (BhSA) I (Fed. Or.), cert (kmedr 474 U.S. 828, 88 L E± 2d 72, W6 S. Ct 88 (IS^h In Ethicoru Inc, 
V. Quigg, 849 F2d 142Z 7 U,S,P,Q.2D (BhiA) llSZ (Fed OV. 1988), a nonpatent holder was sued for patent 
infringement. Wtiile ihg action progressed, the nonpatent holder requested reexamination of the subject 
patent in the FTO, The Federal Circuity in concluding that the PTO was without the power to stay the 
reexamination pending outcome of the action and allowing dte reexamination and court action to proceed 
simtJitaneously, stated: 

The awkwardness prestjmed to result if the FTO and court reached different coiudusions is more 
apparent than real The two forums take different approaches in detennnting invalidity and on the 
same evidence could quite ccrtectly come to different conclusions. Furthermore; we see nothing 
untoward alx>ut the PTO upholding the validity of a reexamined patent which the district court 
later finds invalid. This is essentially what occure when a court finds a patent invalid after the PTO 
has granted iL Once agairu it is important that the district court and the FtO can consider different 
evidence. Accordingly, di/Icrent results between the twq fprums may be entirely reasonable. And, 
if the district court determines a patent is not invahd, the PTO should continue its reexamination 
because, the two forums have different standards of proof for decennining invalidity. Ethicon, 849 
F,2d at 1428-29. 

"This structure does not autotnaticaUy lead to inefficient use of judicial resources^ Bather than impede 
jurisdictional effidency, this dual process has greater potential to promote efficiency, because, as stated in 
In re EttEr: 

The innate funCtiOA of the reexamination process is to increase the rehabxlity of the FTCs action in 
issuing a patent by' reexamination of the patents thought "doubtful," [Citation omitted]. When the 
patent is currently involved in litigation, an anxiliajy function is to free the court from any need to 
consider prior art without the b^efit of the Pro's initial consideration.'' 

[Emphasis added] 

Thus, the court recognized that duality of the Congressionally enacted structure in which 
reexamination and litigation co-exist as non-mutually exclusive avenues in which a party may 
challenge a patent It appears that insofar as the litigation approach may re^t in a settlement 
agreement, that the existence of a settlement agreement does not "sidetrack" a party thereto 
from piusuing reexamination. 
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lt should also be noted lihat a contractual provision preventing a party from seeking 
reexaniination would be void as being contrary to public policy. ^ in Lear v. Adkms, 395 U.S, 
653, (1969), the United States Supreme Court determined that prohibiting licensees from 
challenging the validity of a patent that they had licensed runs afoul of public policy "in 
permitting full and free competition in fte use of ideas which are in reality part of the public 
domain." id. at 670 . By analogy/ preventing a third party requester (and a potential licensee of 
the subject patent) from requesting reexamination of a patent would be contrary to the public 
policy embodied in the tear v. Adkins decision. As the setdement agreement entered into in 
1996 is prior to the enactment in 1999 of the statute authorizing inter partes reexamination, it was 
not even possible for these settlement agreements to address preventing a party to the 
agreement from filing such a request for reexamination. 

Finally, it is recognized that the decisions cited and discussed, supra, are not spedfically 
directed to inter partes reexamination. However, it is dear that the precedents would apply to 
inter partts reexamination proceedings just as they do in parte reexamination proceedings. 
For ex parte reexaminatiorv 35 U.S.C. § 302, provides that "[A]ny person at any time may file a 
request for reexamination by the Office of any claim of a patent ..." For inter partes 
reexamination/ 35 US-C. § 311(a) provides that "IN GENERAL -Any third-party requester at 
any time may file a request for inter partes reexamination by die Office of a patent , . « 

G>ngre85 chose to not place any limitation on the ability of a third party requester to request an 
ex parte reexamination proceeding. Thereafter, Congress chose to provide only very limited 
estoppel provisions with respect to the ability of a third party requester to request an inter partes 
reexamination proceeding, only those estoppel provisions set forth in tiie statue. ' Congress 
could have elected to enact provisions similar to 15 US.C g 1069 so as to place broad estoppel 
limitatioiis on the ability of a third party requester to seek reexamination in tfie Office. 
However, Congtess chose not to do so! Moreover, to the extent that the estoppel provisions of 
35 U.S.C'§ 317(b) might be relevant to the '121 reexamination proceeding/ patent owner has not 
alleged that tiiere has ever been a relevant final (ie. nonappealable) court decision holding that 
the '156 patait claims are valid. Indeed, patent owner's own statement of the facts indicates 
that the parties executed Federal Rule of Civil Procedure 41 Stipulations of Dismissal of the 
prior litigation that were filed in, and accepted by, the Delaware District Court, and that "[tlhe 
Court spedfically retained jurisdiction over the parties in relation to disputes arising under the 
1996 Settlement Agreement" This clearly does not provide a final court decision regarding the 
validity of any of the patents covered in the settlement agreement 



^ Bremen v, Zapata Off-Shore Co^ 407 U.S, \ (1972)(concliidiDg fiiat a fonira selection clause, while generally 
enforceable, will not be enforced where it violates the stnmg public policy of die forum in which suii is brou^t); 
Newton v. Rumety, 480 U.S. 386392 (1987) C*The relevanf principle is well estabb'shed: a pramise is unenforceable 
if the interest in its enforcement is orutweighed in the circumstances by a public policy harmed by enforcement of the 
agreement."); Suier v. Munich ReinsutcutcCy. 223 F3d 150 {3d Cir. 2000) (citing Bremen for the proposition that 
federal fbnnn selection clauses should not he enforced where they axe contraxy to public policy). 
^ The caveat ("IN GENERAL'*) in the statute refers to the estoppel provisions of 35 U.S.C § 317(b) that would 
preclude a third party requester from fUii^ a request far reexamination where it has not sustained its burden of proof 
of claim invalidity in litigation that has become fmal, or where such litigation has resulted in a final holding of claim 
validity, as well as the 35 U.S.C. § 317(b) limitation on the filing of co-pending inter partes rEe:caminations. 
' The inter partes reexaimnation statute inchides limited estoppel provisions that raise specific estoppels based upon 
the existence of a final (i,e» nonappealable) court holding of patent claim validity or the existence of an order 
grambg reexamination. See 35 U.S.C- § 317(a) and(b). 
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C Vacatur Of The Present Reexammation Proceeding Is Not Supported By The Ptovisions 
Of MPEPS 2246(1): 

Patent owner argues that Ae exiimplajry language in the MPEP § 2646 does not limit the 
drcumstances ixi which the Office can vacate reexamination orders. To the extent that this is 
true, it is not relevant here^ because the statutes, the case law and the facts in the present 
reexamination proceeding all indicate that vacatur of the present reexamination proceeding 
would run contrary to the reexamination statute. Patent owner's arguments to the contrary are 
not persuasive. 

MPEP § 2646(1) addresses vacatur that would be required when a request for inter paries 
reexamination was improperly ordered due either to the existence of a statutory prohibition 
bailing the grant of a request for inter partes reexamination, or the existence of a clear error of a 
clerical nature. Patent owner has not established that the present inter partes reexamination 
proceeding was ordered contrary to any statutory prohibition barring the order/ or due to a 
clerical error. Rather, the inter parks reexamination statute clearly provides that when llie 
Office is presented with a request for inter forte^ reexamination that (1) has been filed by a third 
party requester not subject to the estoppel provisions of 35 U.S.C. § 317, and (2) raises a 
substantial new question of patentability, the Office must order inter paries reexamination and 
thereafter reexamine the patent, As set forth in Section IH (B) of this decision^ supra, the case 
law does not support the proposition that the Office has the duty to, or may at its option, 
disregard the statutory mandate to reexamine the patent due to the existence of a settlement 
agreement between a patent owner and a third party requester to which the Office is not a 
party. Indeed, the case law does not support that proposition even where the settlement 
agreement was reduced to a consent judgment and the Ihird party requester has been held by 
the court to be in contempt of the consent judgment. 

D. Vacating: The Present Reexamination Proceeding May In Fact Leave An Unresolved 
Substantial New Question of Patentability 

Patent owner argues that vacatur of the present reexamination proceeding would not leave a 
' substantial new question of patentability unresolved, because such questions (and other 
questions of patentability beyond the scope of inter paries reexamination) will be resolved by the 
method, arvd in the forum, established by the parties in the settlement agreement 

This argument ignores two important points- FirsU there is in fact a public interest served by 
resolution of patentability issues via reexamination proceedings in the Office, and advantages 
attendant thereto. Ethicon v. Quigg, 878 F.2d 1422, 1428 (Fed. Cir 1989); In re Etter, 756 F.2d 
852, 856 (Fed. Cir. 1985). There is no assurance that resolution of the dispute between patent 
owner and third party requester in accordance with the settlement agreement would resolve the 
substantial new questions of patentability that have been found to exist in the present inter partes 
reexamination pmcceding, or in any way result in a benefit to the public in the manner that a 
reexamination proceeding would. Any resolution in court, or such other forum chosen, may 
simply resolve the dispute between patent owner and third party requester without resolving the 
issues of patentability raised by the substantial new question of patentability (e,g,, by settlement, 
or consent judgment, or dismissal without prejudice or based on a conduct issue). Vacatur of a 
requested and granted inter partem reexamination proceeding may well leave both the public and 



Sec 35 U.S.C. §§311, 312(a), 3 13(a) and 314(c). 
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the patent owner vnSx an nniesolved request for reexaxnioation and unresolved substantial new 
question of patentability (found to be present via the decision ordering reexamination). The 
pubKc has a light to such a resolutioru Vacating, withdrawing, or oAerwise abandoning or 
terminating the instant reexamination proceeding would abrogate this public right to the 
detriment of the public interest As discussed in Section HI (B) above, ordering and conducting 
an inter partes reexamination proceeding is not optional for the Office. R^er, the inter partes 
i^xamination proceeding miist continue according to the procedure mandated by the inter 
pitrUs reexamination statute, to cany out the purpose of the statute and resolve the substantial 
new question of patentability for the public." The proceeding began with the filing of a request 
for inter partes reexamination that satisfied the requirements of 35 U.S.C, § 311, As required 
by 35 U.S-C- § 312, the request for reexamination has been considered. As a result of that 
consideration, it has been determined that the request raises a substantial new question of 
patentability for one or more patent claims. Thus, in accordance with 35 U.S.C. § 313, the 
present proceeding shall result in a determination of the patentability of the claims of the '156 
patent in light of prior patents and printed publications, to the benefit of the public as well as to 
the benefit of patent owner and third party requester. 

Second, while there is no assurance that the resolution of the dispute in accordance with the 
settlement agreement will be timely, the present reexamination proceeding will be conducted 
with special dispatch pursuant to 35 U.S.C. § 3 14(c). The pubUc interest in resolving the issues 
raised in flie present reexamination proceeding includes an interest in having those issues 
resolved in a timely fashion. 

R The Decision in Heinl v. Godid Is Qearlv Apposite To Thig Reexamination Proceeding 

Patent owner argues that the Office's reUance on Heint v. Godici^ 143 F. Supp. 2d 593, 601 (E.D. 
Va. 2001) is misplaced. This argument is not persuasive. 

Heinl was a case in which patent owner sought a decision terminatilig a reexamination 
proceeding based on the absence of a new question of patentabihty. The Heinl court stated: - 

"Under the well established Ultra vires doctrine, the exhaustion and final agency requirements are exoised 
'only if plaintiff is able to show that the PTO dearly exceeded its siatatory authority*, quoting from Philip 
Morris, Inc v. Block, 755 ¥J2d 368, 37D (4* Cir 1985 (quoting Mayor and Cihf Coundl of BalHmore v. Mathfovs, 
562 72d 914, 920 (4* Gt- 1977), vacated on other grounds, 571 F.2d 1273 {4»t* Cir. 1978)." 

The Hewl court then stated: 

"Put differently, when an agency acts in 'brazen defiance' of its statutory authortzadoa courts need not 
await the conclusion of underlying procGGdlngs."' 

It is abundantly dear that the Heinl decision was not dted and discussed because it involved a 
previous settlement agreement between parties to a reexamination proceeding, and no reading 
of the Decision on Petition June 7, 2006 can lead to the belief that it was. Rather/ Heinl was dted 
because it is clearly applicable to the doctrine of ''ultra vires" reexamination proceedings in the 
sense that it provides a benchmark for looking into whether the Office has committed an ultra 



The inoate function of the rccxaminaiioft process js to increase the reliability of the 0£Eicc*s action in issuing a 
patent by reexamination of patents thought "doubrfuL" House Report No. 66-1307, 96th Cong., 2d Sess. (I980X 3, 
reprinted in 1980 U.S. Code Cong. & Ad. News 6460, 6462. (This was emphasized in In reEuer, 756 F.2d 852, 
225 USPQ 1 (Fed. Cir.) (en banc), cert, denied, 474 U.S. 828, 88 L. Ed 2d 72, 106 S. CL 88 (1985)): 
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vires act That benckmark is a simple one. Where the Office orders reexaminatioiv the decision 
of the Office to order reexamination cannot be attacked as being ultra vires, unless it is dearly 
established that the Office has exceeded its statutory authority to order reexaxninatiQn. 

In this instance: 

(1) The reexamination statute fails to provide that the equitable doctrines of laches, estoppel 
and acquiescence can be raised to preclude ttie Office from ordering inter partes 
reexamination, other than the 35 U.S. C. § 317 exception, which is inapplicable on the facts 
in the present reexamination proceeding; 

(2) The authorities cited and discussed above in Section III (A) clearly indicate that die 
existence of a settlement agreement (and even the existence of a consent judgment 
incorporating a settlement agreement) between a patent owner and a diird party 
reexamixiation requester do not operate to preclude the Office from granting that third 
party's request for reexamination if the request otherwise satisfies the requirements of the 
reexamination statutes; and 

(3) A public interest in resolving the substantial new question of patentability exists in the 
present reexamination procee^ng, which may not necessarily be timely resolved, or 
resolved at all, by reason of the dispute resolution provisions of the settlement agreement, 
and will not be resolved using ihe standards applicable in reexamination as well as the 
expertise of the Office, 

Thus, the guidance provided by the decision in HeinJ supports die conclusion liiat petitioner has 
not advanced sufficient basis for holding the grant of reexamination in the present inter partes 
reexamination proceeding to be an ultra vires action by the Office. The Office has not "clearly 
exceeded its statutory authority" in the Office's determinatian that the January 17, 2006 
reexamination request properly raised a substantial new question of patentability and should 
go forward. 

For all the forgoing reasons^ as well as those set forth in the June 7, 2006 dedsiorv, the order 
granting the present inter partes reexamination remains intact and the inter partes reexamination 
proceeding wiH continue in accordance witii the procedure mandated by the inter partes 
reexamination statute and implementing regulations. 

ADDITIONAL DISCUSSION 

The undersigned notes that the patent owner and third party requester are adverse parties with 
respect to the preservt inter partes teexamination proceeding, and cu^e cuirentiy engaged in 
litigation involving the underlying patent While counsel should represent the respective 
parties zealously, and are entitled to benefit of 2dl of the regulations implementing the inter 
partes reexamination statutes and the examining practice promulgated with respect to those 
regulations, counsel are reminded of their ongoing obligations to the Office as set forth in Part 
10 of Titie 37 of the 0>de of Federal Regulations. In particular, the provisions of 37 CFR 
10.18(b)(2) and (c) should he noted. Adherence to the provisions of P^rt 10 will greatiy assist 
the Office in conducting this inter partes reexamination proceeding with special dispatch as 
required by 35 US-C. § 314(c). 
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CONCLUSION 

1- The patent owner's lune 16, 2006 petition tinder 37 CFR 1.181 is (a) granted to the extent 
that the prior decision has been fuDy reconsidered, and (b) denied as to the widerlying 
request to vacate tfie order for reexamination. 

Z Thifi dedjrion is a final agency action within the meaning of 5 U^S^C § 704. 

3. The patent owne/s July 21, 2006 opposition to the third party requester opposition to the 
patent owner petition for reconsideration lacks an entry right in the present reexamination 
proceeding and has not been cocnsidered. 

4. Jurisdictian over the '121 inter pizrfes reexamination proceeding is rehimfid to the Central 
Reexajcnination Unit. 

5. Telephone inquiries related to the present decision should be directed to Stephen Marcus, 
Legal Advisor, at 571-272-7743, or, in his absence, to Karen Hastings, Legal Advisor, at 571- 
272-7717. 



Kenneth M. Schor 

Senior Legal Advisor 

Office of Patent Legal Administration 



knth/sm 



9-07-06 

C:\Kiva\Kenpet6\UV\95_121-UV_settleinent agieement^deny.doc 
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Exhibit 005 

C.A. No. l:96-cv-78-SLR, D.L 38 
Joint Motion To Reopen Proceedings 
Allowing Modified Stipulations Of Dismissal 
To Be Filed, And For AN Order Approving 
Of The Parties' Modified Stipulations, 
Pursuant To FRCP 60(b)(6) 



THIRD PARTY REQUESTER'S OPPOSITION 
TO PATENT OWNER'S REQUEST FOR 
RESCHEDULING OF HEARING 

Control No. 95/000,121 
Appeal No. 2011-001,248 
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Case 1:96-cv-00078-SLR Document 38 Filed 06/29/09 Page 1 of 7 



IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF DELAWARE 



SPALDING & EVENFLO COMPANIES, 
INC., et al. 

Plaintiffs, 



ACUSHNET COMPANY. 

Defendant 



C. A.N0.96-73-MIVIS 



ACUSHNET COMPANY, 

Plaintiff, 



SPALDING & EVENFLO COMPANIES. 
INC., et al. 



Defendants- 



C. A. No. 96-78-MMS 



JOINT MOTION TO REOPEN PROCEEDINGS ALLOWING MODIFIED 
STIPULATIONS OF DISMISSAL TO BE FILED, AND 
FOR AN ORDER APPROVING OF THE PARTIES' MODIFIED STIPULATIONS, 

PURSUANT TO FRCP 60(b)(6) 

Callaway Golf Company* and Acushnet Company (collectively, "the Parties"), consistent 
with guidance provided by Vice Chancellor Strine of the Dclawaure Court of Chancery, jointly 
move pursaant to Fed. R. Civ. p. 60(b)(6) to reopen proceedings in Spalding & Evenflo 
Companies, Inc. and Lisco, Inc. v. Acushnet Company, Civil Action No. 96-73-MMS and 
Acushnet Company v. Spalding & Evenflo Companies. Inc. and Lisco, Inc., Civil Action No. 96- 
78-MMS (the "Cases"), for the very limited purpose described below. 



' Callaway Golf joins this motion as the successor-in-interest to Spalding & Evenflo 
Companies, Inc. under the Parties' 1996 Settlement Agreement in all noatters relevant. 
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Spalding, Lisco ajid Acushnet entered into a Setdement Agreement in 1996 to resolve the 
above Cases and, on August 9, 1996, filed stipulations of dismissal under Fed. R. Civ. P. 
41(a)(l)(ii) to disniiss the Cases. See Ex. A to D.L 214 in CaUaway Golf Company v. Acuslmet 
Company, C.A. No, 06-91 -SLR (copy of agreement); DJ. 80 in CA. No. 96-73-MMS 
(stipulation); D.L 37 in C A* No. 96-78-MMS (stipulation). Both Cases were closed the same 
day, but without any entry of a dismissal order by the Court consistent with the parties' 
stipulations and Settlement Agreement. This joint motion requests that the Court reopen the 
Cases for the sole purpose of allowing the Parties to file modified dismissal stipulations and 
allowing the Court to approve those stipulations by entry of an affirmative order in the Cases, 
The Parties respectfully request that this motion be heard by the Honorable Sue L. Robinson, 
who is the member of this Court most familiar with the background of this motion. 

L BACKGROUND 

The Settiement Agreement that resolved the Cases contained a dispute resolution clause 

and provided that if mediation failed, "[ejither party may initiate legal proceedings [under the 

Settlement Agreement] but only in the United States District Court of the District of Delaware, 

and no other." § 19.7, Ex. A to DJ. 214, C A. No. 06-91-SLR- The Agreement further provided 

thattliisCourt"retainsjuiisdictionof the parties for such purposes." I<L, After executing this 

Settlement Agreement, the Cases were dismissed by filing stipulations ineorporating the 

Agreement, and providing that this Court should retain jurisdiction to resolve any and all 

disputes arising under the Agreement. In relevant part, the stipulations as filed each contained 

the following language: 

Pursuant to 41 (a)(l)(ii) . , . and a Settlement Agreement of August 5, 1 996, 
the terms of which are incorporated herein by reference, the parties to the above 
action stipulate and agree that all claims in the action ... be, and hereby are, 
dismissed with prejudice .... 

2 
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The parties also stipulate and agree that the court shall retain jurisdiction 
to resolve any and all disputes arising out of the Settlement Agreement in 
accQidance with the terms of the Setdement Agreement 

D.L 80, C.A. No, 96-73-MMS; D.L 37, No. 96-78-MMS.^ Upon the filing of these 

stipulations, both Cases were closed, but no orders were entered relating to the stipulations to 

provide an affirmative indication of retaining jurisdiction. 

In February 2006, Callaway Goif sued Acushnet alleging infirfngement of patents 

formerly held by Spalding, the original counter-party to the 1996 Setdement. See Callaway Golf 

Company v. Acushnet Company. C.A. No. 06-91-SLR (the '*Golf Ball Patent Litigation")^ 

Callaway Golf later amended its complaint to allege that it was the successor-in-interest to 

Spalding and to assert the claim that Acushnet breached the Settlement Agreement by soliciting 

the reexamination of Callaway Golfs patents-in-suit This Court eventually heard competing 

summary judgment motions on Callaway Golfs contract claim and decided that Callaway Golf 

stood in Spalding's shoes for purposes of the Settlement Agreement and that Acushnet had 

breached the Agreement. See Golf Ball Patent Litigation, DX 347, November 20, 2007 Order 

(Robinson, J.). 

After a trial on the patents-in-suit in die Golf Ball Patent Litigation, however, this Court: 
(i) issued a separate decision on a post-trial motion, holding diat it lacked any subject matter 
jurisdiction to resolve Callaway's breach of contract claim; (ii) vacated its November 20, 2007 
decision; and (iii) dismissed Callaway*? breach of contract claim. See Golf Ball Patent 
Litigation, D.L 490, November 10, 2008 Order (Robinson, J.). 

This Court's November 2008 decision to vacate its November 2007 decision stated tiiat 
there was a ^'universal mtention for the court to retain jurisdiction over the performance of the 

^ Copies of these stiptilations have been provided to the Court in the Golf Ball Patent Litigation 
and may l>e located specifically at Exhibits C & D to D.L 472, C,A. No, 06-91-SLR. 

3 
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Agreement" See D.I. 490, November 10, 2008 Order at 11. The Court concluded, however, that 

there was no affirmarive indication of the Court's intent in the record of the 1996 Cases in order 

to effect the retention of jurisdiction for future proceedings under the Settlement AgreemeDt. 

The Court, in particular, held the following: 

Absent any affiimative indication of the court's intent to retain jurisdiction in the 
record, the court must conclude that jurisdiction is lacking in the case at bar. This 
case perhaps demonstrates the validity of an old legal truisin: God may know but 
the record must show. Despite the xmiversal intention for the court to retain 
jurisdiction over the performance of the Agreement, this intent was not 
manifested in the court's order sufficient to confer subject matter jurisdiction to 
enforce a settlement agreement, 

ld„ The Court, therefore, believed it had no option except to dismiss Callaway's breach of 
contract claim, given the lack of an affirmative record manifesting the retention of jurisdiction. 

Callaway Golf has now filed a separate action in the Delaware Court of Chancery seeking 
to pursue its breach of contract claim in that forum and seeking to reform the Settlement 
Agreement so that there is venue m the Chancery Court. Vice Chancellor Strine, presiding over 
the Chancery Court action, has urged the Parties to file with this Court a joint motion seeking to 
remedy the jxirisdictional defect via Rule 60(b)(6), Ilie Parties have agreed to the Chancery 
Court's suggestion. 

Accordingly, the Parties now jointly request that the 1996 Cases be re-opened pursuant to 
Fed- R. Civ. P. 60(b)(6)^ for the sole puix>ose of allowing a submission of modified stipulations 
of dismissal that this Court may then enter as orders in these Cases, correcting the jurisdictional 
defect that resulted in this Court's earlier dismissal of Callaway's breach of contract claim. 



^ See generally, e.g., Brown v. Philadelphia Housing Authority, 350 F3d 338 (3rd Cir. 2003) 
(vacating a civil rights consent decree under Rule 60(b)(6) nearly thirty years after 
judgment); U,S. v, Washington, 394 F.3d 1 152 (9th Cir. 2005) (granting motion to reopen 
pursuant to Rule 60(b)(6) more than twenty years after judgment concerning Indian tribal 
rights). 

4 

PAGE 62/71 ' RCVD AT 12/21/2010 7:21:35 PM [Eastern Standard firae] ' SVR:USPT0-EFXRF-5/1 ' ONIS:2738300 ' CSID:202 383 6610 * DURATION (mm-ss):1640 



DEC. 21. 2010 7:30PM . NO. 2184 P. 63/71 

Case 1 :96-cv-00078-SLR Document 38 Filed 06/29/09 Page 5 of 7 



a THIS COURT MAY ACT PURSUANT TO RULE 60(B)(6) TO RE-OPEN 
THE 1996 CASES TO MODHiY THE STIPULATIONS OF DISMISSAL 

This Court has the power to grant this requested relief pursuant to Rule 60(b)(6). Rule 
60(b) provides that "[o]n motion and just tenns, the court may relieve a party or its legal 
representative from a final judgment, order or proceeding" and allows such a motion for auy 
reasons *that justiiSes relief/' Furthermore, a Rule 60(b)(6) motion may be made at any time, so 
long as the time is "reasonable". See Fed. R. Civ, P, 60(c)(1). Here, the Parties make this 
motion within a reasonable time after the Court's 200S decision that it did not have jurisdiction 
over Call away* s contract claim. 

Moreover, the fact that a stipulation ended the 1996 Cases, rather than a judgment or 
order, does not prevent this Court fron^ re-opening these Cases pursuant to Rule 60(b). In 
Williams v. Frey, 551 F.2d 932 (3d Cir. 1977), abrogated on other grounds by Torres v. Oakland 
Scavenger Co., 487 U.S. 312 (1988), the parties had stipulated to settle and dismiss their suit 
pursuant to Rule 41(a)(1). When faced with a petition to modify the stipulation, the trial court 
was "concerned that there was nothing left of the original lawsuit to modify, since the suit had 
been dismissed." Id. at 933. On appeal, however, the Third Circuit concladed that the trial court 
had the power to consider the petition to modify the dismissal agreement pursuant to Rule 60. 
Id. at 933-34, The court reasoned that the dismissal was a ^'proceeding," and thus the petition 
fell properly within a Rule 60(b) motion for relief from a '^judgment, order, or proceeding." 
Accord In re Hunter, 66 F.3d 1002, 1004-05 (9th Cir. 1995) (a voluntary dismissal is a final 
judgment, order, or proceeding and thus eligible for Rule 60(b) relief). 

Fmally, the circumstances warrant relief under Rule 60(b)(6). This Court stated in its 
November 10, 2008 dismissal order of Callaway's contract claim that it was universally intended 
that the Court retain jurisdiction over the resolution of disputes arising out of the Setdement 
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Agreemcrit Accordingly, the Parties respectfully request that the Com grant the Parties' 
motion. See Wesley Jessen Corp, v, Bausch & Lomb Inc., 235 RSupp,2d 370 (D, Del. 2002) 
(Robinson, J*) (granting 60(b)(6) motion to modify injunction entered by forraer judge where 
"the parties [did] not disagree on the language or the substance of the proposed modification"). 

m. SCOPE OF RELIEF REQUESTED AND LATER PROCEEDINGS 

The new stipulations that the Parties seek to submit are identical in all material respects 

to the original stipulations except that they each include a "so ordered" line and are not effective 
as new dismissals of these Cases until this Court also "so orders" those stipulations, thus 
affirmatively indicating an intent to retain jurisdiction to enforce the parties' Settlement 
Agreement. A copy of these proposed stipulations are attached as Exhibits 1 and 2, 

Also, and importantly, given that the judgment in the Golf Ball Patent Litigation is 
presentiy on appeal at the Federal Circuit, the Parties will not at this time request further action 
from this Coiut on the breach of contract claim. Rather, following completion of the current 
appeal, and depending on how that appeal is decided, the Parties will submit a second joint 
motion to rehear in summary fashion Callaway Golfs breach of contract claim summary 
judgment motion, thus allowing this Court to reissue its original grant of summary judgment in 
Callaway Golfs favor on that claim. Furthermore, to insure an efficient resolution of the patent 
matter, Acushnet notes that to the extent it intends to appeal the Court's grant of summary 
judgment on Callaway Golfs contract claim, Acushnet will pursue that appeal after all other 
remaining issues have been resolved by this Court in the Golf Ball Patent Litigation, including 
any damages relating to infringement and the breach of contract, which the Parties agree will be 
heard jouitiy in any damages phase of the Golf Ball Patent Litigation. 



6 
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In sum, the Parties respectfully and jointly request that this motion be granted, and that 
the captioned Cases be re-opened solely for ihe purpose of allowing the filing of modified 
dismissal stipulations and an affirmative court order approving of those stipulations. 

Respectfully submitted, 
FISH & RICHARDSON P.C. POTTER ANDERSON AND CORROON LLP 



By: /s/ Thomas L Halkowski 

Thomas L, Haikowski (#4099) 
222 Delaware Avenue, 17^ floor 
P.O. Box 1114 
Wilmington, DE 19899-1144 
Telephone: (302) 652-5070 
haUcows1d@fr.com 

Attorneys for Callaway Golf Company 



By: /s/ David K Moore 

Richard L. Horwitz (#2246) 
David R Moore (#3983) 
Hercules Pia^a, 6'*" Roor 
1313 R Market Street 
Wilmington, DE )9801 
Telephone: (302)984-6000 
rhorwitz @potteranderson.com 

Attorneys for Acushnet Company 



Dated: June 29, 2009 
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EXHBITl 

(PROPOSED STIPULATION CASE NO. 96-73) 

IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF DELAWARE 



SPALDING & EVENFLO COMPANIES. 
INC., etaL 

Plaintiffs. 

V. 

ACUSHNET COMPANY, 

Defendant. 



C. A. No, 96-73-MMS 



STIPULATION OF DISMISSAL, 
SUBJECT TO THE COURT'S APPROVAL 

Pursuant to Rule 41 of the Federal Rules of Civil Procedine and a Settlement Agreement 

of August 5, 1996, the terms of which are incorporated herein by reference, the parties' to tlie 

above action stipulate and agree subject to and upon the Court's approval that (i) all claims in the 

action, including both the complaint and all counterclaims, shall be dismissed with prejudice, 

with each party bearing its own costs and attorneys' fees; and (ii) the Court retains jurisdiction to 

resolve any and all disputes arising out of the Settlement Agreement in accordance with the 

terms of the Settlement Agreement 



^ Callaway Golf executes this stipulation as the successor-in-interest to plaintiffs under the 
Settlement Agreement in all matters relevant. 
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FISH & RICHARDSON P.C. 



POTTER ANDERSON AND CORROON LLP 



By: 



Thomas L. Halkowski (#4099) 
222 Delaware Avenue, 17* floor 
P.O. Box 1114 
Wilmington, DE 19899-1114 
Telephone: (302) 652-5070 
halkowski Ofr.com 



By: 



Richard L. Horwitz (#2246) 
Hercules Plaza, 6*^ Floor 
1313 N. Market Street 
Wilnungton, DE 19801 
Telephone: (302)984-6000 
rhorwitz@pottercUiderson.com 



Attorneys for Callaway Golf Company Attorneys for Acushnet Compcaty 



Dated: June 29, 2009 



SO ORDERED AND APPROVED THIS DAY OF , 2009 



United States District Judge 



2 
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EXHBIT2 

(PROPOSED STIPULATION CASE NO. 96-78) 

IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF DELAWARE 



ACUSHNET COMPANY, 

Plaintiff, 



SPALDING & EVENFLO COMPANIES, 
INC., et al. 

Defendants. 



C. A. No. 96-78-MMS 



STIPULATION OF DISMISSAL, 
SUBJECT TO THE COURT'S APPROVAL 

Pursuant to Rule 41 of the Federal Rales of Civil Procedure and a Settlement Agreement 

of August 5, 1996, the terms of which are incorporated herein by reference, the parties^ to the 

above action stipulate and agree subjea lo and upon the Court's approval that (i) all claims in the 

action, including both the complaint and all counterclaims* shall be dismissed with prejudice, 

with each party bearing its own costs and attorneys' fees; and (ii) the Court retains jurisdiction to 

resolve any and all disputes arisipg out of the Settlement Agreement in accordance with the 

terms of the Settlement Agreement, 



Callaway Golf executes this stipulation as the successor-in-interest to defendants under the 
Settlement Agreement in all matters relevant. 
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FISH & RICHARDSON P.C. 



POTTER ANDERSON AND CORROON LLP 



By:. 



Thomas L. Halkowski (#4099) 
222 Delaware Avenue, 17* floor 
P.O. 80x1114 
Wilraiogton. DE 19899-1144 
Telephone: (302) 652-5070 
lialkowski@fr.com 



By: 



Richard L, Horwitz (#2246) 
Hercules Plaza, 6^ Floor 
1313 R Market Street 
Wilmington, DE 19801 
Telephone: (302)984-6000 
rhorwitz @potteranderson.com 



Attorneys for Callaway Golf Company Attorneys for Acushnet Company 



Dated: June 2009 



SO ORDERED AND APPROVED THIS 



DAY OF 



^2009 



United States District Judge 
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m THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF DELAWARE 



SPALDING & EVENFLO COMPANIES, 
INC., et al. 

Plaintiffs, 



V. 



ACUSHNET COMPANY, 

Defendant 



C. A. No. 96-73-MMS 



ACUSHNET COMPANY, 

Plaintiff, 

V. 

SPALDING & EVENFLO COMPANIES, 
INC., et al. 

Defendants. 



C. A. No. 96'78-MMS 



{Proposed] ORDER PURSUANT TO FRCP 60(B)(6) 
TO REOPEN PROCEEDINGS, TO ALLOW MODIFIED STIPULATIONS OF 
DISMISSAL TO BE FILED AND TO APPROVE SAID STIPULATIONS 

WHEREAS Spalding & Evenflo Companies and Lisco, Inc. (collectively Spalding) and 
Acushnet Company entered into a Settlement Agreement in 1996 to resolve Spalding & Evenflo 
Companies, Inc- and Lisco, Inc. v. Acushnet Company, Civil Action No- 96-73-MMS and 
Acushnet Company v. Spalding & Evenflo Companies, Inc. and Lisco. Inc., Civil Action No. 96- 
78-MMS (the "Cases"), and, on August 9, 1996, filed stipulations of dismissal under Fed. R. Civ. 
P. 41(aXl)(ii) to dismiss the Cases; 

WHEREAS both cases were dosed the same day, but without any entry of a dismissal 
order by the Court consistent with the parties' stipulations and Settlement Agreement; 
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WHEREAS Callaway Golf Company^ and Acu^hnet Company (collectively, "the 
Parties"), consistent with guidance provided by Vice Chancellor Strine of the Delaware Court of 
Chancery, have now jointly moved piirsuaiit to Fed. R, Civ. P. 60(b)(6) to reopen proceeduigs in 
the Cases for certain limited purposes ("joint motion"); 

NOW THEREFORE, in light of the foregoing and after due consideration of the parties' 
joint motion to reopen proceedings in the Cases, it is hereby ORDERED: 

1. The parties' joint motion to reopen proceedings in the Cases is granted; 

2. Within 10 days from the date of this Order the parties shall submit to the Court the 
modified dismissal stipulatioils concerning the Cases that were attached as Exhibits 1 and 2 to 
the parties' joint motion to reopen proceedings in the Cases; and 

3. The Court will approve those dismissal stipulations by entry of an affirmative order in 
the Cases, thus retaining jurisdiction to enforce the Settlement Agreement. 

SO ORDERED this , day of , 2009. 



UNITED STATES DISTRICT JUDGE 



' Callaway Golf joined this motion as the successor-in-inierest to Spalding & Evenflo 
Companies, Inc. under the Parties' 1996 Settlement Agreement in all matters relevant. 
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